Trademarks and Unfair Competition Outline
Order of analysis:

1)   Start with whether mark is protectable (distinctiveness chart) = must have rights to enforce
      -     Step isn’t usually necessary for reg. marks, but might be for unreg. marks (must prove use)
· Presumption that reg. marks are protectable, otherwise they wouldn’t be reg.

-     D always has burden of proving mark isn’t protectable
2)   Polaroid/Pizzeria Uno LOC factors
      -     NOT used in dilution cases, where this is irrelevant
3)   Anything else 

Subject Matter – What Can be Trademarked

A.  Types of Marks:
· Trademark/service mark (LA §45; R. 3rd of Unfair Comp. similar) – includes any word, name, symbol, or device, or any combination thereof – 
1) used by a person, or
2)   which a person has a bona fide intention to use in commerce and applies to register,

to identify and distinguish his or her goods/services, including a unique product, from those manufactured or sold by others and to indicate the source of the goods/services, even if that source is unknown 
-     Confers a limited property right appurtenant to bus./trade (not in gross)

· Collective mark – same as above, but used by a cooperative, association, or other collective group/org.
      -     2 varieties

            1)   Used as a trade/service mark to id goods/services originating with collective or its members

            2)   Indicates membership in a collective, but doesn’t ID goods/services

· Certification mark – same as above, but to certify regional or other origin, material, mode of manufacture, quality, accuracy, or other char. of the good/service

      -     Unlike other types, does NOT identify source
     1.  Things that can be trademarked:

· Preamble of LA §2 – “no trademark by which the goods of the app. may be distinguished from the goods of others shall be refused reg. on account of its nature”

· Things that have been trademarked:

      -     Word marks

      -     Trade dress – packaging and shape/design of a product

· Qualitex: color alone can be a trademark

      -     Higher standard applies:

            1)   Must show color has acquired 2ndary meaning, and thus identifies source  

            2)   Even if 1) is met, color can’t be functional

                              -     Ex. functional: orange pay phones are highly visible to motorists even in bad weather
· Two Pesos v. Taco Cabana: distinctiveness is an explicit prereq. for reg. of trade dress, but no showing of 2ndary meaning is necessary if trade dress is inherently distinctive

      -     Décor of restaurant considered product packaging
· Wal-Mart: product design (clothing) is not inherently distinctive as it isn’t intended to identify source, so a showing of 2ndary meaning is necessary 
      -     Combination of colors and shapes – John Deers green farm equipment with yellow wheels
      -     Shapes 

      -     Scents

      -     Sounds – higher standard applies 
· Arbitrary, unique, or distinctive marks reg. without supporting evidence 

      -     Performers’ voices
· Common sounds reg. only after showing that public recognizes/assoc. sound with a single source

      -     Cartoon characters

      -     Nicknames – Coke, Hog for Harleys, the Met for the Metropolitan Opera

      -     Telephone alphanumeric combinations

      -     Single letter, numbers, letters, initials, abbreviations – diff. standard applies

· KFC, IBM, NBC fine on their own
· Those that diff. between various grades, styles, colors, or types of products (primarily fcn. of describing product) reg. only if they also designate source
      -     Fact question requiring analysis of manner of use, intent of user, and meaning understood by 
            consumer

· DC10 planes and 501 Levi’s jeans are well-known model designations consumers recognize
     2.  Things that can’t be trademarked:

· Trade names, unless they are also used as a trademark

      -     Boblink used merely as a trade name to identify the co. that markets its products under name CreditLink
B.  Distinctiveness:

· Distinctive – product is unique in the consumers’ minds as it identifies source, and thus worthy of trademark protection (R. 3rd of Unfair comp.)

      -     2 categories:

            1)   Inherently distinctive – already have 2ndary meaning
            2)   Distinctive through 2ndary meaning – requires that primary sign. of term in the minds of the public is not the product, but the producer

                  -     Presumed in LA and can’t be challenged as merely descriptive if mark becomes incontestable 
                  -     Protection extends only to meaning that has attached to the designation

· Owner has no exclusive right to use term in its original, lexicographic sense

                  -     Rock & Roll Hall of Fame: museum didn’t use drawing of its bldg. design on goods

                        consistently, so they didn’t create a distinct impression as an indicator of a single source of 

                        origin of all such goods (Gentile’s poster using name and design as another source is thus OK)
Abercrombie Classifications of Trademarks (from more protected to least):
	Classification
	Definition
	Example
	Distinctiveness

	Made/Coined/Fanciful
	Words that don’t exist until the mark is created
	Exxon, Kodak, Clorox, Xerox
	Inherently distinctive = trademarks that already have 2ndary meaning

	Arbitrary
	Everyday words that have no association with the products for which they are names
	Apple computers, Ivory soap
	

	Suggestive
	Marks that require a bit of imagination
	Eskimo Pie ice cream using “Eskimo” to suggest cold, Orange Crush, Reynolds “Brown-in-bag” since browning isn’t sole purpose of bag
	

	Descriptive
	Word(s) describing char., qualities, or ingredients of product
	1)   EverSharp knife describing that the knife doesn’t get dull
2)   QuikPrint describing the char. speed of service
	Can go either way

1)   Can become distinctive through 2ndary meaning

2)   Merely descriptive and not distinctive

	Generic
	So popular that name no longer points to a single source
	Aspirin, spoon, trampoline
	Not distinctive = not trademarks


· Technical marks – 1st 2 categories
· Common law protected only top 3 categories
      -     Reasons favoring conferring immediate trademark status on top 3 categories:

1) Nature of term indicates the public will inevitably perceive it as a trademark

2) One provider’s appropriation of a non-descriptive term won’t disable competitors from describing theirs goods/services

3) Users and competitors require certainty regarding the trademark status (perhaps most impt.)

            -   Otherwise, extremely diff. to show at just what pt. in time the mark became associated with maker 
                 in enough customers’ minds to justify inference that D’s use might have become confusing

· Several marks start at the top of the ladder (made) and fall off to the bottom after the name becomes popular (generic)
· Generally self-laudatory phrases are not protected as they are descriptive, but they also can acquire protection through 2ndary meaning
· PTO reg. of mark without 2ndary meaning affords a rebuttable presumption mark is at least suggestive
· Product can fit into 1 classification in one market, and another in a 2nd market (see genericism, Bayer)
-     People in town A might say that want to buy Levi’s (generic term for any jeans), but people in town B say they want to buy jeans (Levi’s would then be a made mark)
Establishing Rights – How do You Get Trademark Rights?

A.  Use in Commerce:

· LA §45: “Use in commerce” means the bona fide use of a mark in the ordinary course of trade, and not merely to reserve a right in the mark (token use).  A mark shall be deemed to be in used in commerce

(1) On goods when

(A) it is placed in any manner on the goods, containers, displays, tags, or if the nature of the goods makes such placement impracticable, then on docs. associated with the goods or their sale, and
         -     Use on invoices, bills of lading (docs. acknowledging receipt of goods for transport), packing 

               slips, ads, and other steps merely leading up to use not enough
(B) the goods are sold or transported in commerce, and
(2) On services when it is (A) used/displayed in the sale or advertising of services and (B) the services are rendered in commerce, or the services are rendered in more than 1 State or the US and a foreign country

· Larry Harmon: commerce under the LA comprises all commerce that Congress may lawfully regulate 
· User acquires protectable common law trademark rights even without reg., with scope based on market penetration
      -     Just because the mark is reg. doesn’t mean you have trademark rights if there is no use

· Ex. of sufficient use: 

      -     Int’l Bancorp v. SBM (4th Cir.): SBM’s advertising/promotional efforts of “Casino de Monte Carlo” mark alone are use, so mark is protected in US
· Dissent (Motz): “use” means use within the US only, and casino’s services rendered abroad here

      -    Consequences of maj. holding – entity using a foreign mark to advertise/sell to US citizens in a foreign country gets a windfall of trademark rights/protection under US law

· Firms have to scour globe to determine when/where US citizens bought from foreigners to determine priority

· Sub. prof. thinks case incorrectly decided

-     MD Stadium Authority v. Becker (priority case): advertising/promotion is sufficient to establish use of an unreg. mark as long as it occurs within a reasonable time prior to actual rendition of service and totality of acts creates assoc. of the service/mark with the user 

· Sale not necessary since use is impending rather than just talked about (far enough along path)
· Ex. of no use:

      -     Proctor & Gamble v. Johnson & Johnson: P has no current plans to use brand names in minor brands program and never put them on the market in any meaningful way = token use

      -     DaimlerChrysler v. Bloom: D’s licensing of phone # without more isn’t use even though 1 alphanumeric translation spells out a protected mark (1-800-MERCEDES)

· Didn’t advertise, promote, publicize, or incorporate mark in any way
            -     Might be reaping benefits of preexisting confusion, but didn’t create it so no LA violation

· Compare to Holiday Inns v. 800 Reservation: D’s adoption of 1-800-H[zero]LIDAY not enjoined as requested by P, holder of previous 1-800-HOLIDAY

      -     D didn’t promote #

      -     There is no right to enjoin operation of a # whose translation is only similar to a protected mark

· Sub. prof./class think D should have been enjoined as licensee’s use usually inures to the licensor

· Trademark rights last as long as the mark is used, unlike copyrights and patents
     1.  Priority:
· Exclusive right to a trademark belongs to person who 1st uses it in connection with specified goods = timing can make a big diff.

      -     Use doesn’t have to have gained wide public recognition

· Even a single use may sustain trademark rights if followed by continuous commercial utilization

      -     Use must be open and made to relevant class of purchasers
· Secret, internal shipments are inadequate “use”

· Labels/designs must be affixed to the merchandise actually intended to bear the mark in commercial transactions

· Usefulness of mark derives not only from capacity to identify a certain manufacturer, but also the ability to differentiate between diff. classes of goods from the same manufacturer
-     Goods may be identified by more than 1 trademark, but each must be a bona fide use

· Shalom Children’s Wear v. In-Wear: priority alone isn’t a ground for opposition because of concurrent use
      -     To win, Shalom should have pleaded and established a LOC as well
     2.  Concurrent Use:

· Unreg. marks – adoption/use doesn’t protect in advance of extension of the trade 
· United Drug Co.  v. Theodore Rectanus Co.: unlike copyrights and patents, trademark rights are not assignments in gross and don’t confer monopolies, but are rather appurtenant to an established bus./trade (have no value in and of themselves)
· Can buy and sell trademarks, but must sell bus. or at least goods/products with it to be valid

· LA §15 for fed reg. marks – party that has successfully reg. and continued using a fed. service mark has an incontestable right to use it throughout the US 

      -     LA §33b limited area exception – confers upon a junior user the right to continued use of an otherwise 

            infringing mark in a remote geographical area if use was established prior to the other party’s reg., use is 

            continuous, and mark was initially adopted in good faith without notice of senior user’s mark

· Encapsulates/freezes junior user’s market 
      -     If they expand further after date of senior user’s reg. and senior user also moves into market, junior user’s rights are taken away
· * Thrifty Rent-A-Car v. Thrift Cars: though some confusion may result in continuing to allow D to advertise in media it had before P’s reg., LA doesn’t require complete elimination of all confusion
B.  Intent to Use (ITU) Application:

· Allows app. to reserve the trademark if following requirements are met:

      1)   Bona fide intention to use the mark in interstate commerce

            -     Intent must be firm, though it may be contingent on the outcome/happening of an outside event
            -     Indicators that might demonstrate a lack of a bona fide intent (Senate Report, cited in McCarthy):
· 1 mark-many products – filing numerous ITU apps. for the same mark for many more new products than are seriously intended
· 1 product-many marks – numerous ITU apps. for a variety of marks to be used on 1 new product
      -     Though this does confirm that you can file apps. to reg. more than 1 mark for the same goods/services at the same time, and decide which to use later
· Reserving many descriptive terms – numerous ITU apps. for marks consisting of/including descriptive terms describing some impt. characteristic of a new product
· Many re-filings – numerous ITU apps. to replace apps. which have lapsed because no timely statement of use was filed
· Many marks-many products – an “excessive #” of ITU apps. in relation to the # of products app. is likely to introduce during the stat. period under the applied for marks
· Vague description of goods/services – apps. unreasonably lacking specificity in describing goods
            -     Rationale: designed to eliminate token use – technical trademark use on a small quantity of goods in commerce to provide the bases for a use app. and, but not necessarily with bona fide intention above
· Congress concerned that people would reserve lots of marks without ever intending to use them
· Further, token use wasn’t available to all bus. (i.e. – can’t do for an airplane)
2)   Showing of good faith
-     Assessed with an objective test utilizing evidence of circs. (PTO ex., cited in McCarthy):
· Efforts evidencing an ongoing effort to make use of mark, including:

-     Product/service research or development

-     Market research

-     Manufacturing activities

-     Steps to acquire distributors

-     Steps to obtain required govt. approval
-     Originally only in House version of bill, as Senate wanted to assure that once reg. was conditionally approved by PTO, app. would have needed certainty to invest in mark without fear of reversal

· But Senate recognizes that PTO might be able to consider some issues only after use is actually made, so 2nd evaluation for ITU apps.

· Reg. not complete until mark is put into bona fide use

      -     If successful, user acquires same broad, exclusive stat. rights to mark as with use above 
· Prohibits assignment of ITU app., with narrow except for the successor to the bus. of the applicant, or portion thereof, to which the mark pertains

· Cases:

      -     Zirco Corp. v. AT&T: apps. can rely on LA §7(c)’s constructive use provision (“contingent upon” successful reg. and thus, use) before reg. complete 
· Otherwise, constructive use would be a sword in affirmative actions by ITU apps. only after reg., and never as a shield in LOC actions against app. prior to reg.

      -     LA §18 – Board may render decision on opp., but can’t enter final judgment in favor of ITU app. until mark is reg.

· AT&T can’t stop Zirco from using mark in the interim between app. to reg. and reg., because until reg. is successful they don’t have rights to it
      -     Eastman Kodak v. B&H: Board’s implied creation of a presumption in favor of app. for a numerical mark intended for use as more than a model designator is reasonable
· Board can’t determine whether the #s are merely descriptive or reg. with a showing of 2ndary meaning until statement of use is filed (requires actual use)
      -     Burden of proof = preponderance of the evidence in both cancellation and opp. proceedings 
· Contrast to Racing Champions, Inc. v. Mattel, Inc.: opposers don’t have to wait until use to sue if they can establish that term has a pre-existing descriptive meaning in the eyes of the public, regardless of whether app. intends to use it in that descriptive way or not
                  -     Mattel couldn’t reg. “1/64th” for rulers, figurines, key chains, sunglasses, etc. because it has a pre-existing meaning as an indicator of scale 

Establishing Rights – Trademark Reg. Procedures

A.  Process:

· Clearing a proposed mark – order a search report from an indep. search co. and get it evaluated by an atty
     1.   Fed. Reg.:

· Advantages:

      1)   Nationwide protection from date of app.

      2)   Incontestability if used continuously for 5 years, stat. limits challenges alleged infringers can bring 

            against mark

      3)   Warning to others – PTO will protect mark by refusing reg. to other makrs considered by Examiner to 
            cause a LOC

      4)   Evidentiary adv. – reg. mark is prima facie valid

      5)   Use of R symbol or phrase “Registered in U.S. Patent Office” or “U.S. Pat. Off.” to denote fed. reg. –    

            notice informs public that proprietary rights are recognized in mark

      6)   Confirms ownership and validity

      7)   Burden on infringer to prove functionality, rather than designer having to disprove it

      2.  State reg.:

· App. requirements similar to fed. app.
· Advantages:

-     Some can’t qualify for fed. reg. because they don’t use mark in interstate commerce, but only in 1 state

· Can get in a matter of weeks, so affords some protection while waiting on fed. reg. to process

· Constitutes evidence of a claim to exclusive trademark rights within all/at least part of the state, though subject to rebuttal

· Turns up on search reports, so subsequent users will be alerted

· Fee only $10-50

· Disadvantages:

      -     Not given much weight in infringement actions since apps. aren’t examined for prior conflicts

      -     Require mark to be used before app. to reg. can be filed, so no ITU apps.

B.  Bars to Reg. (LA §2):

· Mark is unreg. under LA §2 if it consists of/comprises: 

      (a)  Immoral, deceptive, or scandalous matter

· Must have an identifiable group (Native Americans, women)
      (b)  Flag, coat of arms, or other insignia of the US, state, municipality, or foreign nation

      (c)  A name, portrait, or signature identifying a particular living person except by his written consent

            -     For Pres., even when he is deceased during the lifetime of his widow

      (d)  A mark which so resembles another reg. mark or mark previously used in the US and not abandoned, 
            as might cause a LOC
      (e)  Parts:

            (1)  Mark is merely descriptive or deceptively mis-descriptive         

            (2)  Mark is primarily geographically descriptive

                  -     American Waltham Watch: since P was 1st in field, later must take reasonable, commercially

                        practicable precautions to prevent their ads from deceitfully diverting P’s customers
· D enjoined from using “Waltham” or “Waltham, Mass.” on watch plates without some accompanying statement to distinguish them from P’s
            (3)  Mark is primarily geographically deceptively mis-descriptive

            (4)  Mark is primarily merely a surname

            (5)  Mark comprises any matter that, as a whole, is functional (also a stat. defense to incontestability)
                  -     De jure functional – feature is: 1) essential to the use/purpose of the device or 2) affects cost/quality such that exclusive rights would put competitors at a significant non-reputation related disadvantage (competitive necessity to deny reg.)

· Province of patent law, not trademarks, to encourage invention by granting monopolies over designs for a limited time
                  -     Must satisfy all 3 parts of chain to be denied reg.: functionality ( utility ( superiority

· Morton-Norwich factors used to demonstrate de jure functionality:

1) A utility patent that discloses the utilitarian advantages of the design,

                        -     TrafFix Devices: expired utility patent doesn’t foreclose poss. of claiming trade dress 

                              protection of product’s design, but is strong evidence of functionality
2) Advertising materials touting utilitarian advantages/superiority,

      -     Superiority implied: “no other shape” in Porsche 911 Turbo 2 engine ad
                                    -     Subjective superlative not yielding any useful info.: “Weber is the one, the only”
3) Facts tending to establish the unavailability to competitors of alternative designs, and
4) Facts indicating that design results from a comparatively simple/cheap method of manufacturing
                  -     Shifting burdens:

· If product is not reg. – LA §43(a)(3) presumption that features in product design are deemed functional until proved otherwise by party seeking  protection
· If product is reg. – burden on infringer’s side to prove that product design features are functional, and thus reg. should be cancelled

                  -     Ex. of functional, nonreg. marks/trade dress:
· Kellogg: pillow-shaped form of Shredded Wheat allow biscuits not to crush during transport
· Harley Davidson exhaust sound, because it is the byproduct of the functional exhaust system

· In re Babies Beat: bottle design meets 1st 2 parts in chain because baby’s small hands can more easily grasp it and 3rd because it can be cleaned easier than all other designs

· Leatherman: tool is an assemblage of functional parts arranged for superior performance, so overall appearance must be functional too
                  -     Ex. not functional, reg. marks/trade dress:
· In re Weber-Stephen: ads suggest functionality and utility but not superiority, competitors successfully use several other designs, and fact that design is cheaper for Weber who already had presses for it doesn’t indicate that it will be cheaper for others without the presses
      (f)  For a, b, c, d, e(3), and e(5) the bar is absolute and can’t be overcome by showing of distinctiveness
Losing Trademark Rights

A.  Genericism:

· Cos. with made marks let their mark get so famous, it becomes a generic description of the product and loses trademark protection 

· Ct. will often try to balance competitive disadvantage to D arising out of P’s exclusive use of term with risk that those who recognize term as P’s trademark will be deceived by D’s product using P’s mark

· Cos. like Xerox and Levi’s (for jean pocket design) have gone to great lengths to prevent genericism 
      -     Invested in. sign. trademark education endeavors to prevent popular misuse of their mark

· Product’s generic name should accompany the trademark 
      -     “Gremlin washing machine” instead of just “Gremlin”

            -     Trademark is an adjective and shouldn’t ever be used as a noun/verb
· Police field heavily

· Congress has specified proper test as primary sign. of reg. mark to the relevant public rather than purchaser motivation
· Competitors can’t “genericise” another’s mark by using the name

· Ex. marks that became generic and thus unprotectable:

      -     Kellogg: NBC’s mark “shredded wheat” became a generic description of the cereal product 
· Labeling as “Kellogg’s shredded wheat” avoids potential customer confusion

· Bayer Co. v. United Drug Co.: mark “aspirin” means diff. things to diff. classes
· General consuming public uses it generically (mark not protected, so D can continue to use it here)

· Chemists/doctors/retail druggists know mark to signify P (mark protected, so D can’t use it here)
· King-Seeley Thermos v. Aladdin Indus.: surveys prove that consumers considered “thermos” generic

· Decree that D must precede “thermos” with “Aladdin” and must confine use to lower-case T
       -    Dial-A-Mattress Franchise Corp. v. Page: MATTRES generic for mattresses, and thus not subject to appropriation as a mark
· Since confusion resulted from competitor’s adoption/promotion of 1-800-MATTRES when NY bus. had previously adopted MATTRES, ct. enjoined 800 # from using digits, but only in NY area

B.  Abandonment:

· LA §45 elements:
      1)  Nonuse

           -     Nonuse for 2 consecutive years = prima facie abandonment 

      2)  Intent not to resume use
           -     May be inferred from circs.
           -     Time is relevant – means intent not to resume use within the reasonably foreseeable future, not never 
· Silverman v. CBS: challenging infringing use and sporadic licensing for essentially non-commercial uses isn’t sufficient sue to forestall abandonment
Trademark and Trade Dress Infringement

· Law seeks to prevent infringer from improperly benefiting/trading on the goodwill of another’s mark
· LA §32(1)/15 U.S.C. §1114: liable for infringement where a person uses:
      1)   Any reproduction, counterfeit, copy or colorable imitation of a mark

      2)   Without the reg.’s consent

      3)   In commerce (applies below too)
            -     Jews for Jesus v. Brodsky: commercial use established by jews-for-jesus.com site containing trad. Jewish material, including support for Outreach Judaism, because: 

· Though website doesn’t solicit funds directly, it links to another site that sells merchandise 

· Site is designed to harm P’s org. commercially by disparaging it and preventing it from exploiting the mark 
      4)   In connection with the sale/offering for sale/distribution/advertising of any goods (applies below too)
            -     Boston Professional Hockey Ass’n v. Dallas Cap & Emblem: fact that symbol covers the entire face of D’s product (patch) doesn’t alter fact that mark is used in connection with the sale of the product

            -    Jews for Jesus v. Brodsky and PETA v. Doughney: don’t need to have sold or advertised goods/services, but either preventing users from obtaining PETA’s (by preventing them from reaching their intended site of P’s org.) or connecting site to other’s is enough

      5)   Where such use creates a LOC, mistake, or deceives
A.  Likelihood of Confusion (LOC):
· LOC = probability of confusion
      -     Don’t have to show actual confusion
· In some instances, you can’t because the product hasn’t been put on the market yet

      -     But can’t get away with showing only a possibility of confusion
· Usually treated as a question of fact instead of law

      -     Trial ct.’s opinion will be adopted unless clearly erroneous (appellate standard of review)

· Hard to reverse
      -     Interp. of factors, such as meaning of “strength” and its substantive relevance to LOC remain issues of law

· Ps burden to establish

      -     Confusion is P’s risk if their mark uses a fairly common word/phrase

· Once LOC has been established, a presumption of irreparable injury arises

      -     Critical because if you don’t have it, you can’t get injunctive relief 

     1.  Basic Factors:

· Polariod/Pizzeria Uno (4th Cir.) factors:
1) * Strength of P’s mark  - the stronger the mark, the more it is protected
      -     Goes back to Abercrombie distinctiveness chart
            -     Look at how many uses of mark there are
            -     Look at how much advertising $ are spent

2) Degree of similarity between P’s and D’s marks – diluting factor
      -     Similarities examined on 3 leaves as it encountered in the marketplace:

· Sound

· Look

· Meaning

            -     Similarity measured on marks as a whole, with similarities weighing more heavily than diff.
            -     Mobil Oil v. Pegasus Petroleum: words and pictorial aren’t equated as a matter of law, though they can be after determination as a factual matter
· Ct. found the flying horse symbol and name Pegasus synonymous
3) Proximity of the goods/services (a.k.a. – similarity of marketing/advertising channels)

· Ex. related: flashlights and flashlights

· Ex. not related: flashlights and pharmaceutical products

4)   Likelihood that P will bridge the gap

      -     Closely tied to the 3rd factor if the product/service is related

5)   * Evidence of actual confusion – surveys
      -     Timing issue of when to sue:

· Before product enters market – sometimes good to file immediately because actual confusion can’t be shown at this stage
      -     In weak cases, might be worried that there won’t be actual confusion if product enters market

· After product enters market – longer product is on the market, the more you really need to show actual confusion
-     Initial interest confusion: 

· Ex. initial interest confusion found in: 
      -     Usually where an Internet user in search of 1 specific product inadvertently comes upon a related 1 and uses/buys it instead
      -     Mobil: confusion not in the fact that a 3rd party would do bus. with D believing it related to P, but that D would gain crucial credibility during the 1st phases of the deal
· Ex. initial interest confusion not found in: 
      -     The Network Network v. CBS: user unable to find Nashville programming info. isn’t likely to give up and purchase a computer maintenance seminar from Network instead
6)   * Intent/D’s good faith in adopting the mark

      -     Intent to cause confusion is strong evidence that confusion is likely
      -     Cts. presume an intent to copy mark where infringer adopts part. name with knowledge of P’s mark 
7)   Quality of D’s product/service

8)   Sophistication of buyers/relevant consumers – for senior user
      -     Impt. because sophisticated buyers in a given area probably aren’t likely to be confused
      -     Ex. sophistication:
· Christmas v. Farmer’s Almanac case: magazine purchasers
      -     Ex. no sophistication:
· E. & J. Gallo Winery v. Consorzio del Gallo Nero: wine buyers 

· List not exhaustive

· Come to be applied to assess all LOC inquiries, those involving dissimilar as well as same/similar goods
· * Professor thinks factors 5 and 6 are most critical 

· If you can establish factor 5, you’ve established more than a LOC
· Judge doesn’t have to come down positive on every factor, and doesn’t have to give them each equal weight

B.  Contributory Infringement:

· 2 kinds of 2ndary/indirect liability where someone can be held liable even if they aren’t the ones committing the infringing act:

      1)   Contributory – person held accountable for the actions of another 

            -     Held liable by virtue of the relationship with the actual harm, either by enabling or benefiting from it

· Hard Rock Café v. Concession Services: D had no affirmative duty to taken reasonable precautions against the sale of counterfeits, but rather is responsible for any harm done under Inwood Labs test if:

      1)   Manufacturer/distributor intentionally induces another to infringe a mark, or
      2)   If manufactuer/distributor continues to supply his product to someone he knows/has reason to know is engaging in infringement 

                              -     Being willfully blind is equivalent to actual knowledge under the LA

· Person must suspect wrongdoing and deliberately fail to investigate
            -     “Reason to know” requires an understanding of a reasonably prudent person

· In contrast, R. 3rd of Unfair Comp. would hold actor liable for failing to take reasonable precautions against the occurrence of a 3rd person’s infringing conduct in circs. where it can reasonably be anticipated
      -     Seems more logical than Hard Rock position
      2)   Vicarious – arises from torts respondeat superior doctrine, where superior is held liable for the acts of the subordinate 

            -     Superior/individual owner held liable by virtue of his relationship with actor/corp.
· Actors act itself is considered that of the superior

            -     Generally established where superior has the right, duty, or ability to control the actor

C.  Incontestability and Related Stat. Defenses:

· Delineated defenses in addition to genericism, abandonment, and absence of LOC
     1.  Incontestability:

· LA §15 – mark becomes incontestable if it has been in continuous use for 5 years subsequent to the date or reg., and is still in use 

      -     Provided that:
1) There has been no final decision adverse to reg.’s claim of ownership,
2) There is no proceeding involving said rights pending in PTO or court and not finally disposed of,
3) Affidavit is filed with Commissioner within 1 year after expiration of any 5-year period setting forth goods/services and that it is still used in commerce, and 1) and 2) above, and 
4) No incontestable right shall be acquired in a mark which is the generic name

            -     Can always challenge mark this way
· Provides conclusive evidence of the reg.’s exclusive right to use the reg. mark

· Park N’ Fly v. Dollar Park and Fly: 

· LA doesn’t distinguish between reg.’s offensive and defensive use of an incontestable mark

· Can’t challenge validity of an incontestable descriptive marks as merely descriptive 

· However, incontestability isn’t everything as ct. would still have to go through Polaroid factors to determine if someone else’s use of mark creates a LOC

· The more descriptive a mark, the less strong it is, and thus the less chance of a LOC

· Prior to 5 year pd., such challenges can be brought
     2.  Stat. Defenses Against Incontestability:

· §33 defenses to reg.’s claiming the incontestable status of their mark:

1) Fraudulent acquisition of reg./incontestable right – can always challenge reg. this way
      -     Construed to encompass only deliberate falsehoods intended to deceive PTO

      -     Rarely proven, and even if it is, owner retains his common law rights in mark and can use them to enjoin activity

2) Abandonment – includes and uncontrolled licensing

3) Use of mark to misrepresent source

4) Fair use – use of mark in a descriptive sense other than as a trademark identifying source 

            -     Unlike other defenses concerning nature of mark or owner’s use of it, focus here on party’s use
            -     D’s burden to establish fair use after P proves burden of a LOC
· D doesn’t have to disprove a LOC

            -     Decisions hard to rationalize and reconcile, and basically have to reduce ads to the lowest common denominator of acceptable activity in cir. you’re in

            -     Ex. fair use:
· Life Savers’ Delites ad “25% lower in calories than Werther’s Original Candy”
· US Shoes v. Brown Group: body copy of D’s ad states “and when we say it feels like a sneaker, we’re not just stringing you along” when NaturalSport logo identifies ad’s source, compared with slogan “Looks like a pump, feels like a sneaker” that P spent $9 million advertising
                        -     Descriptive advertising claiming a product’s virtues is likely to be understood as such rather than as a source identifier
                        -     If D had used this phrase in the headline or bolded it in the body copy, P’s case would have been a lot stronger and it would have been much easier to prove LOC

5) Limited area/territory – see concurrent use
            -     Like fair use and unlike other defenses concerning nature of mark or owner’s use of it, focus on party’s use here

6) Prior reg. by D – where alleged infringer reg. and used mark prior to reg. of P and didn’t abandon it, senior reg. may continue to use mark, but only within area where it was used prior to junior user’s reg.

      -     Useful only in situations where 2 marks that weren’t confusingly similar when reg. became such

      -     Seems peculiar to limit senior reg. at behest of junior reg.

7) Use of mark to violate anti-trust laws – rarely successful

8) Equitably principles – includes laches, estoppel, acquiescence
9) Functionality 

· Since these are affirmative defenses, burden is on alleged infringer to plead and prove them
· If established, D’s use is permissible and P will lose infringement action
Other Rights Against Unfair Competition

A.  False Designation of Origin:
· * LA §43(a)(1)(A)/15 U.S.C. §1125 – most often used, as this protects against infringement as well as everything in this section (focus here)
      -     Liable for false designation or origin, false description, or dilution where a person: 

            1)   On or in connection with goods/services or their containers (see above)
            2)   Uses in commerce (see above)
            3)   Any word, term, name, symbol, or device, or any combination thereof, or any false designation or origin, false or misleading description/representation of fact, which creates a LOC in:
                  a)   Source/origin cause of action – most often when the products are similar/compete

                        -     Passing/palming off – when producer misrepresents his own goods/services as someone else’s

                        -     Reverse passing/palming off – when producer misrepresents another’s goods/services as his

· Dastar Corp. v. Twentieth Century Fox.: videos based on Eisenhower WWII book 

                        -     Eliminates false attribution cause of action under the LA
· LA prohibition against reverse palming off is trumped by fact that once a copyrighted work/patented invention passes into the public domain, anyone can do anything they want with it with or without attribution to the author
· “Origin” refers to origin of physical goods (producer here) rather than the intangible ideas contained therein (Eisenhower, of Fox’s Film series here)

b)   Sponsorship/connection cause of action          

            -     Types:

· Affiliation


\

· Endorsement

   
   most often when products aren’t similar/don’t compete

· Association
            
/

                        -     Ex.: handyman familiar with Yale locks might think a Yale flashlight is from the same co.

      -     Consumers don’t have standing to file suit because they can’t prove irreparable injury
· Reference to “likely to be damaged” in the last sentence basically applies only to a competitor

· Still use LOC factors, as with infringement causes of action
B.  Dilution:

· LA §43(c)(1): owner entitled to injunction, “subject to principles of equity and upon terms ct. deems reasonable”

· Fed. stat. closely mirrors state stats. (cases discussed here), but has 1 impt. diff. with some:

·  LA: limits this extra layer of protection only for famous marks – those generally recognizable by the public such that if it was used, everyone would think that co. was affiliated with the mark’s owner

· Thus, very small # of mark qualify (McDonald’s, Nike)

· States: some limit only to famous marks, but not all

·  However, in all states, mark must at least have a distinctive quality capable of dilution

· Dilution – an infection which, if allowed to spread, will inevitably destroy the advertising value of a mark

· Burden of proof:

· Trademark Dilution Revision Act (signed in 10/06) sets forth a “likelihood of dilution” standard like that already used in state stats.

      -     Overruled Moseley v. V Secret Catalogue (Sup. Ct.), which required actual dilution
· Irreparable injury still must be shown, but damages from dilution will almost always be
· Cause of action almost NEVER deals with competing products

· Not a product of common law, and not motivated by an interest in protecting consumers

· 2 branches of dilution:

      1)   Blurring – ct. asks whether or not the strength of the mark will be gradually worn away

            -     Ex. blurring: 
· Instead of thinking of Tiffany’s (jewelry), several other Tiffany’s restaurants, stores, etc. are around and soon you don’t even associate the name with the original jewelry store 
· Ringling Bros. v. Celozzi Chevrolet: dealership signs that said in big bold, red circus-style letters “The Greatest Used Car Show on Earth” diluted P’s mark “The Greatest Show on Earth”

      -     Case turned in large part on deceptively similar letter shapes and color
-     Ex. not blurring:
· Mead Data Central (LexisNexis) v. Toyota (Lexus): 
      -     Distinctiveness of Lexis mark is limited to atty/accountant market and has very little selling power outside this niche
            -    Further there is little likelihood of blurring dilution even in Lexis’ niche market because it is sophisticated
     2)   Tarnishment – associates mark with shoddy quality or something unpleasant/unsavory (disparagement)
           -     Usually found where mark is depicted in the context of sex, obscenity, or illegal activity

· Ex.: Coca-Cola with cocaine

· Dichotomy doesn’t represent the full range of uses that can dilute a mark:

· Deere & Co. v. MTD Products: proscribes alterations to a mark by a competitor 

                  -     Not a restriction on truthful advertising, as D remains free to deliver its message of product superiority without altering and therefore diluting P’s mark

                  -     Prof. thinks this is a tarnishment case
C.  Comparative and False Advertising:

· Comparative advertising: 
      -     Now viewed by FTC and in general as a benefit to consumers 
      -     Smith v. Chanel: advertiser identify the unpatented, trademarked product copied as long as it doesn’t mislead/create a LOC as to source/sponsorship of the advertiser’s product
· Rests upon 1) premise that the only legally relevant fcn. of a trademark is to impart info. about the source/sponsorship of a product and 2) public policy of favoring a free, competitive economy
· False advertising::

      -     MUST induce consumers to buy the product

      -     Looks at actual claims made as well as those made by necessary implication – considering ad. in its entirety, claims the audience would recognize as readily as if it had been explicitly stated

· Excludes puffery – exaggerated advertising, blustering, or boasting upon which no reasonable buyer would rely

      -     Specific and measurable statements aren’t puffery

      -     Ex.: something subjective like “Nothing tastes better”

      -     2 types of claims:

            1)   Explicit/literal – only burden is to show claim is false

                 -     The greater the degree to which a message relies upon the viewer/consumer to integrate its components and draw the apparent conclusion, the less likely is the finding of literal falsity 

                -      Ex: 
· Coca-Cola Co. v. Tropicana Prods.: Olympian Jenner squeezing an orange while saying “It’s pure, pasteurized juice as it comes from the orange” when the juice isn’t fresh, but rather subject to heating and cooling like all other brands
· Clorox, Puerto Rico v. Proctor & Gamble: name “Ace with whitener,” original ad “Whiter is not possible,” modified ad “Compare with your detergent…whiter is not possible,” and promotional ads with these statements 
            2)   Implicit – burden is showing claim is false and also that it was misleading/confusing at least to some consumers, as evidenced by public reaction in surveys
                  -     Ex.: everything above in Clorox, except name of detergent      
D.  Attribution and Common Law Right of Publicity:

· The stat. right of a famous person to use their own name, nickname, look-alike, characters he/she dev., etc. commercially, and to prevent others from doing so without getting approval

      -     Similar to initial interest confusion, reminding you of a famous person when it isn’t that person

      -     Usually involves pictures 
      -     Must be able to identify person

· Nascar driver in his car wearing a helmet is readily identifiable by the look of ads. and # on the car   
-     Descendible right given to the famous person’s heirs in most states, regardless of whether right was commercially exploited during the person’s lifetime

· Right extends for 70 years after person’s death in CA (longest pd. is 100)

· However, England and NY, there is no right of publicity after the person dies

· MD doesn’t even have a stat. at all

      -     Ex. of impermissible use: “Humphrey Bogart wears khakis” 
      -     Ex. of permissible use: images of actors who played Tarzan since they didn’t develop the character

· Several actors have played these characters, not just 1 person
· Incidental usage exception:

· Ex.: woman who had her photo taken by a newspaper at a public festival didn’t have a cause of action for that activity alone

· No cause of action exists for using a photo taken in a public place in the news media

· After the paper subsequently republished the photo to sell subscriptions, she did have a cause of action and won 

· Cts. have split as to whether famous people have rights in their persona as well as right of publicity

      -     Cases granting right:

· Allen v. National Video: look-alike D enjoined from doing ads that create a likelihood that a reasonable person might believe P has approved of his appearance (sponsorship, rather than source infringement under LA)
      -     Requirement may be satisfied either by ceasing work as a look-alike or by refusing to work with advertisers unless they make it completely clear that P has nothing to do with the project

· Can do with a bold disclaimer, but cts. don’t like these since they cause confusion

· White v. Samsung: no right of publicity invoked because “likeness” in CA stat. refers to a visual image, not a vocal imitation (Midler) or an ad depicting a robot like P turning letters on game-board
                  -     However, LA provides a remedy, since it extends to appropriations other than P’s identity

                  -     Dissent: maj. opinion is a classic case of overprotection since it is now a tort for advertisers to even remind the public of a celebrity
     1.  Publicity and 1st A. Free Speech:

· PR campaigns are protected free speech

· Parks v. LaFace Records: cited Rogers communicative message test for balancing Ds’ and public interest in 1st A. free expression against P’s and public’s interest in enforcement of LA

      -     There is no LA violation:      

            1)   Artistic relevance prong – if there is an artistic rel. between the title and the underlying work

            2)   Misleading prong – unless the title explicitly misleads as to the source/content of the work
      -     Cardtoons, L.C. v. Major League Baseball Players Ass’n (MLBPA – unusual case): P’s 1st A. rights to make parody baseball cards outweigh D’s right of publicity
· 1st A: Since celebrities are an impt. part of our public vocabulary, a parody doesn’t merely lampoon the celebrity, but exposes the weaknesses of the idea/value he symbolizes (here, how sport turns sports heroes into personifications of avarice)
· Right of publicity: 

      -     Economic: providing an incentive for creativity/achievement more strained here because abolition of the right leaves celebrities entirely unimpaired in their ability to earn a living (inconsequential inducement), unlike with other forms of IP where copyrights protect someone’s only source of income
                  -     Non-economic: prevention of unjust enrichment not really applicable since P is adding a sign. creative component of its own to celebrity identity to make an entirely new product
· Further, not meant to protect against star’s emotional distress
Lawful Uses and Defenses

A.  Referential/Nominative Use:

· Like fair use because trademark is used descriptively instead of as identifying source, but here mark is used to refer to the mark itself rather than D using P’s mark to describe his product
· New Kids test – entitled to defense if:

      1)   Product/service is not readily identifiable without use of mark

      2)   Only so much of mark is used as reasonably necessary to identify product/service

      3)   User did nothing that would suggest sponsorship or endorsement by trademark holder (creates LOC)
            -     Product placement advertising big here, as it has become so well-known that viewers assume co. paid to get sign/product shown 
· Ex. no referential/nominative use:

· Jello, Scotch tape, or Kleenex, since gelatin, cellophane tape, and facial tissue are equally informative non-trademark words describing the products
· Tommy LaSorta saying “hall of fame” at least 15 times in a 1 minute commercial

· Website metatags might fail 2nd if they listed trademark so repeatedly that site comes up in searches before site for the actual mark

· Ex. referential/nominative use:

· Chicago Bulls instead of “the 2-time world champions” or “professional Bball team from Chicago”
· Jimmy Johnson saying “I’ll send you to the SuperBowl” 

· New Kids on the Block v. News America Publishing: 2nd prong met because newspapers didn’t use logo or anything else not needed

                  -     Defense available even though papers made $ off polls and thus directly competed with P’s own 800# fees because P can’t channel fans’ $ only to their authorized/licensed items
· Playboy Enterprises v. Terri Welles (1981 PMOY): no infringement or dilution for website heading, banned ads, and metatags since all 3 prongs above are met, but wallpaper fails 1st 
                  -     Heading and ads satisfy 2nd prong because they don’t use P’s distinctive font or symbols
                  -     Wallpaper fails 1st because it doesn’t describe D (name or likeness don’t appear before or after it)
B.  Trademarks as Products/Promotional Goods = NO DEFENSE: 

· No defense because when D profits from and intentionally uses another’s mark as a means of establishing a link in consumers’ minds with the other’s enterprise, there is a sponsorship LOC

      -     Ex.:
· Boston Professional Hockey Ass’n v. Dallas Cap & Emblem: public bought patches/emblems of some of P’s teams precisely because they bore identifiable marks of the teams

· Boston Athletic Ass’n v. Sullivan: public bought shirts precisely because D referred to P’s sponsored marathon on them
      -     P has to prove that D is trading on P’s mark and goodwill, but doesn’t have to prove that public will actually conclude that D’s product was officially sponsored by marathon’s sponsor

C.  Parody and Satire: 

· Parody – an act that makes fun of the original

      -     Type of fair use
      -     Keystone = imitation

· To be successful, must convey 1) that it is the original, and 2) that it isn’t the original and is a parody instead
· Really only possible for strong marks

· Protected even if in poor taste under 1st A. until it causes confusion because: 
· There is no other way to poke fun at the product other than mentioning it, and 
· Sign. social benefits in criticism and in creating transforming works 
-     More risk of confusion tolerated for parodies since mark holder seeks to restrict artistic expression, but protection stops when it does cause confusion (i.e. – only conveying 1 above)

· Ex. parody defense: 

· Cliffs Notes v. Bantam Doubleday Publishing: though D calls its product a satire, this parody (poking fun at Cliffs Notes, not at the books) doesn’t create confusion because there are dissimilar on cover in wording (“satire” used repeatedly), colors, picture, price, disclaimer, etc.
· Mattel v. MCA: “Barbie Girl” song by Aqua pokes fun at doll itself and shallow, plastic values she has come to represent, but group wished and took steps to avoid confusion (disclaimer, refrained from using tie-ins with Mattel to market CD)
· Ex. no parody at all:

· PETA v. Doughney: D makes fun of PETA name only with peta.com (People Eating Tasty Animals), not any of their beliefs
· Satire – something that uses the original to make fun of something else

      -     NOT protected under 1st A. because there are other ways to poke fun at something without using the mark, BUT would still be OK if it creates no LOC
      -     Ex. satire and a LOC, so not a defense: 
· Mutual of Omaha Ins. v. Novak: confusion found from dubious survey question that 10% believe P “goes along” with D’s Mutant of Omaha – Nuclear Holocaust Ins. pictures
      -     Remedy fashioned as narrowly as possible, telling D that he can express his views, just not with P’s marks
· Michelob Oily ad. caused confusion that Michelob actually sponsored ad (Prof. finds questionable)

-     Ex. satire and no LOC, so use still OK:
· NY mag.’s Christmas Gifts Almanac patterned after Old Farmer’s Almanac presents no LOC, as D uses cover as a joke while P as a source identifier, markets are quite diff. though both are mags., D used cover in good faith as park of joking commentary, and mag. purchasers are sophisticated 
D.  1st A. Free Speech: 

· D’s use entitled to 1st A. protection when use is part of a communicative message, but not when it identifies source
      -     Ex. source identifier and not protected:
· MGM-Pathe Communications v. Pink Panther Patrol: use of Pink Panther name for gay rights activist group enjoined because of balance of hardships favoring P (D doesn’t need name to carry out mission, whereas if they do use name, it could cause P considerable irreparable harm from LOC), but paw print not enjoined since LOC diminishes after D ceases use of name
· Planned Parenthood v. Bucci: D’s, an anti-abortion activist, plannedparenthood.com website and “Welcome to PP Home Page” intentionally identify source rather than communicate message
      -     Also fails under Rogers communicative message test for titles, since D used title to attract users by explicitly misleading them as to site’s source or content
Remedies

· Rationales:

      1)   Unjust enrichment

      2)   Deterrence

      3)   Compensation
· Extraordinary remedies available:

1) Injunction (equitable)
      -     Probably the only relief that will be awarded, if any (often, the end of the case)

· Types: 

· TRO – issued for only 10-12 days, and can be extended for 20 (or longer if parties consent)
· Temporary/preliminary

· Permanent – only issued after litigation on the merits
· Must show irreparable harm, no adequate monetary remedy, and LOC, but NOT that damage has actually occurred

· Relief is no broader than necessary to cure effects of harm
· However, ct. has great flexibility in structuring relief – can enjoin something, require D to take affirmative steps to distinguish products, order corrective advertising, require notices to dealers, product recalls, contempt, seizure of counterfeit goods, etc.

· Supposedly purely remedial, and NOT punitive
· Elements cts. consider:

1) Probability of success on merits
2) Irreparable injury – generally presumed 
3) Preserve status quo
4) Balance of hardships – critical issue in 4th Cir. in granting/denying a TRO

           -     Injunction against a small bus. might cause it to go under, whereas a $2 billion co. can handle the injury and recover later

5) Public interest served – always interest in not having consumers deceived
2) Monetary damages – very hard to get, and very subjective and unpredictable
· Types: 

· D’s profit – must show products compete or that D took sales away from P

            -     Requirement loosened if D acted fraudulently or palmed off inferior goods

· P’s losses – must be supported by proof of amt. and that D caused the harm

· Attorney’s fees and costs
-     Damages trebled in some circs. (3x the sum of 3 types above, but can’t exceed 3x actual damages)

· Parties must usually be competitors 
· Since dilution rarely involves competitors, implies that would be hared to get $ damages for that cause of action (would be hard to prove amt. of D’s profits and P’s losses)

· Cts. look for:

1) Willful/deliberate/knowing infringement MUST be found
       -     5th Cir. factors finding intentional infringement:

a) Intent to confuse
b) Diversion of sales
c) Other remedies adequate
d) Unreasonable delay – can’t wait until D makes a profit to sue just to get $ damages

                  -     Ex. unreasonably delay: P knew and let D sell counterfeit pocketbooks for 2 years, D sold bus., and when D started making a large profit, P sued 

e) Public interest in making misconduct unprofitable
f) Palming off

2) Losses suffered – must be provable 

            -     Ex. provable: Hilfiger gets profits made from sale of counterfeit shirts

            -     Ex. not provable: can’t get foregone profits he would have made if customers buying $12 counterfeit shirts had instead bought his $44 shirts because he can’t prove they would have bought the much more expensive version
3) Proof of actual confusion
4) D’s profits

3) Punitive damages – not allowed under LA §35

            -     However, cts. often discuss deterrence, so there seems to be a contradiction
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