I.  Introduction:  Overview of the Patent System & Terminology

A.  35 U.S.C. § 154(a) grants the exclusive rt. to Make, Use, Offer or Sell your 

invention.

1.  exclusive rt.s for 20 yrs. from the filing date 


2.  several circumstances under which applicants can apply for an extension of the 

basic 20-yr. term (pp 42-43) for a duration of not more than 5 yrs.

B.  Specification – describes the problem the inventor faced and the steps he took to 

solve it.  It also provides a precise characterization of the “Best Mode” of solving the problem.


1.  § 112 – “[t]he specification shall contain a written description of the invention, 

and of the manner and process of making and using it, in such full, clear, concise, and exact terms as to enable any person SITA to which it pertains … to make and use the same, and shall set for the best mode contemplated by the inventor of carrying out his invention.”

C.  POLICY behind Patent System:


1.  INCENTIVE for Innovation


2.  Tradeoff:  get Monopoly, must give up Secret to public and other inventors



a.  Patentable Improvement:  must still pay Licensing even thou get patent
D.  “Presumption of Validity” – a patent is “born valid”, 35 U.S.C. § 282.

E.  Procedure:


1.  Continuation (of the orig. application):  amendment changing Only the Claims


a.  term of patent runs from the filing date of the Parent application


2.  Continuation-in-part (CIP application):  amend Specification and Re-file patent 

application



a.  the original Filing Date is preserved so long as no “new matter” is added


3.  Parent Application:  the original application

4.  Restriction Requirement:  if the examiner believes an application contains more 

than one invention, the applicant must decide which of the multiple inventions in the application he wants to pursue



a.  Elected Claims:  the claims corresponding to the invention the applicant 

decides to pursue in the original application



b.  Divisional Application:  the non-elected claims that are filed separately, along 

w/ an appropriate specification




i.  term of patent runs from the filing date of the Parent application


5.  2 types of Post-Issuance procedures:



a.  Reexamination:  requires New P/A, not considered during the original 

prosecution, which raises a substantial new issue of patentability




i.  can be raised by anyone



b.  Reissue:  application to cure a granted patent that is too broad or too narrow




i.  deficiency in the original patent must be a result of a bona fide error or 

omission




ii.  Reissues to broaden the scope of claims must be initiated w/in 2 yr.s of the 

original issuance




iii.  can only be raised by patentee


6.  US has 1st to INVENT sys., as opposed to everywhere else,which is 1st to FILE


7.  Provisional Patent Application:  allowed by § 111(b)



a.  § 119 provides that a Provisional Application can est. Priority for a “Normal” 

application filed w/in 1 yr. of the Provisional




i.  serves as a placeholder that is simpler and cheaper (does not count towards 

the 20-yr. term)




ii.  not examined




iii.  allows applicant time to perfect invention and seek financing to 

implement it

F.  WTO and GATT on pp 40-41

G.  Terminology:


1.  Utility Patent – a patent that gives an inventor the rt. to exclude others from 

Making, Using, or Selling his or her patented invention.


2.  Design Patent –  limited to Ornamentality (looks) 



a.  Novel, Obvious and Ornamental



b.  ex) 409 container



c.  can’t stretch a Design to cover a Function (Utility Patent)


3.  Interference Proceeding – Priority dispute between 2 or more inventors, all of 

whom claim to have been the 1st inventor

II.  Claims & Claim Drafting

A.  Claims Define the boundaries of the property rt. that the patent confers.

B.  Function:

1.  so PTO can assess patentability of invention


2.  to give public notice

C.  must always be accompanied by a Specification, most patents also have 1 or more  

drawings


1.  Specification:  describes the invention.  It names all the parts or components, 

describes how they work, and illustrates how they work together to perform the  invention’s function.

a.  for every Claim Element, must have a detailed description in the Specification

D.  3 Parts:


1.  PREAMBLE:



a.  introduces and identifies the basic nature of the invention



b.  identifies what kind of invention you will be claiming, in a general sense



c.  examples:




i.  “An automobile …”




ii.  “A device for peeling bananas …”


2.  TRANSITION:



a.  “COMPRISING”:  “Open” Claims – BROADEST (when the P/A allows it)





i.  “An invention Comprising elements A, B and C”




ii.  someone selling a variant w/ elements A, B, C and D Infringes



b.  “CONSISTING OF”:  “Closed” Claims – NARROWEST (where a lot of 

P/A)




i.  “An invention Consisting Of elements A, B and C”




ii.  someone selling a variant w/ elements A, B, C and D does Not infringe



c.  “CONSISTING ESSENTIALLY OF”:




i.  “An invention Consisting Essentially Of elements A, B and C”




ii.  someone selling a variant w/ elements A, B, C and D Infringes only if 

element D did not make the variant essentially different for the claimed invention


3.  BODY:



a.  in general, has 2 functions:




i.  list all the Elements, and




ii.  describe how they interact



b.  2 req.s by PTO:




i.  entire claim must be stated in a single sentence




ii.  the claim must set forth how each element interacts w/ at least one other 

element; the claim must be more than a list of elements

E.  the overall goal of drafting claims is to make them as BROAD as the PTO will allow 

(to cover the most inventions)


1.  2 Constraints on the breadth of the claims:



a.  P/A



b.  specify what he added/invented (may not claim anything beyond what the 




inventor discovered)

F.  Means-Plus-Function claims:  § 112 ¶ 6 authorizes claims in the form “means for 

doing X,” where doing X is the Function

1.  a very Broad claiming format


2.  example:  the claim element “means for fastening”



a.  would include nails, scotch tape, screws, glue, Velcro, and any other “means 

for” attaching one thing to another


3.  claim allows many means, but Not All means



a.  such claims “shall be construed to cover the corresponding structure, material, 

or acts described in the specification and equivalents thereof”

G.  INDEPENDENT and DEPENDENT Claims:


1.  Independent Claim:  does not refer to any other claim(s)


2.  Dependent Claim:  narrows the Independent claim (adds to it)



a.  specifies some feature of the invention claimed in the Independent claim to 

which the Dependent claim refers



b.  a form of insurance:  an attempt to draft a claim that will survive b/c it is 

Narrower than the Independent claim on which it depends



c.  often begin w/ the Broadest claim which is then “qualified” in a series of 

Dependent claims




i.  perhaps followed by a Narrower Independent claim, again qualified by a 

series of Dependent claims




ii.  in this way, the general structure of a patent often resembles an Inverted 

Pyramid

III.  Patentable Subject Matter
A.  Introduction to the Patent Act


§ 101.  Inventions Patentable


Whoever invents or discovers any New and Useful PROCESS, MACHINE, 

MANUFACTURE, or COMPOSITION OF MATTER, or any New and Useful Improvement thereof, may obtain a patent therefore, subject to conditions and requirements of this title.

1.  examples:



a.  Process:  





i.  process for purifying/concentrating a liquid





(A)  which may be in the human body, but not in a pure form (i.e. DNA)




ii.  process of treating sludge



b.  Machine:




i.  banana peeler



c.  Manufacture:




i.  man-made bacterium




ii.  man-made items:  shoes, eyeglasses, belt, rubber



d.  Composition of Matter:




i.   vulcanized rubber – mixed chemical compounds (also a Manufacture)




ii.  alloys




iii.  pharmaceuticals




iv.  smell of flower (also a Manufacture)


2.  Excluded categories:  

a.  from class:  mathematical formulas, exists in nature (elements of periodic 

table), athletic moves, principles, ideas



b.  In re Bergy:  Principles, laws of nature, mental processes, intellectual concepts, 

ideas, natural phenomena, mathematical formulae, methods of calculation, fundamental truths, original causes, motives and the Pythagorean theorem.



c.  example:  overnight delivery – an Idea




i.  not a Process, just doing an idea quicker



d.  Policy behind patent system is to advance technology, don’t want to take 

things out of the public realm (would be detrimental) and let them profit off of monopoly




i.  don’t patent building blocks 


3.  does Not matter what category fits into




i.  for sheet rubber, can patent the Process for making, patent the Composition 

of Matter, tire can be patented as a Manufacture

4.  a Living Thing can be patented (Chakrabarty)



a.  part of the criteria is USEFULNESS



b.  Relevant distinction is between “products of nature” and “human-made 




inventions”, not between living and non-living

i.  “Include anything under the Sun made by Man”


c.  Legislative Intent:  

i.  look at Plant Act of 1930s for 




ii.  Art. I. § 8 gives Congress power to pass Acts “to promote the progress of 





useful arts and sciences.”

(A) shouldn’t wait for Congress (would be bad for R&D, destroys

incentive)




iii.  Cs should use framework of § 101 (the 4 categories) – wide scope

B.  SOFTWARE AND MATHEMATICAL ALGORITHMS


1.  PRACTICAL UTILITY Test:  a particular series and combination of 

mathematical calculations and equations can be patented if the inputting, calculating, outputting and/or storing result in a USEFUL, CONCRETE and TANGIBLE result. (test after Alappat)



a.  test is only marginally helpful




i.  term “useful” is wishy/washy




ii.  problems w/ consistent application

b.  Benson



i.  method for converting binary-coded decimal numerals into pure binary 

numerals is an Idea ( NOT Patentable Subject Matter




ii.  R:  a Process patent must either:
· be tied to a particular Machine, or
· operate to Change material to a different state or thing
iii.  CR:





(A)  an equation we can do in our head (w/o a computer)





(B)  it already exists





(C)  overly Broad, not limited to any known or future application






(1)  need to limit to a Machine and identify a Purpose





(D)  need to defer to congress



c.  Alappat




i.  invention that makes it easier to look at data on a computer screen




ii.  R:  see supra Practical Utility Test



iii.  CR:





a.  it’s Useful




b.  programming creates a new Machine (unlike Benson)



d.  practice pointers:




i.  for Ps, argue that:





a.  the claim is Useful





b.  identify old problem, show how the claim resolves it





c.  define the invention as a new Machine




ii.  for Ds, argue that:





a.  the preamble is not a limitation





b.  strip claim of Usefulness





c.  present claim in abstract 

2.  1996 PTO Guidelines


important, but Not the final word on the § 101 issue



a.  “computer programs embodied in a TANGIBLE medium, such as floppy 

diskettes, are patentable subject matter under § 101 and must be examined under §§ 102 and 103.”



b.  Non-Statutory:




i.  “Natural Phenomena such as magnetism, and abstract ideas or laws of 

nature, which constitute ‘descriptive material’”




ii.  “data structures and computer programs which impart functionally when 

encoded on a computer-readable medium …. when claimed as Descriptive Material per se.”




iii.  “Music, Literary Works and a compilation or mere arrangement of data.”




iv.  “a process that merely manipulates an abstract idea or performs a purely 

mathematical algorithm … despite the fact that it might inherently have some usefulness.”



c.  Statutory in Most Cases:




i.  Functional Descriptive Material:  when it is recorded on some computer-

readable medium it becomes structurally and functionally interrelated to 

the medium 





(A) difference between Descriptive Material per se (Non-statutory) and 

Functional Descriptive Material (Statutory in most cases).



d.  Statutory:




i.  a claim limited to a specific MACHINE or MANUFACTURE, which has a 

Practical Application in the technological arts




ii.  a Computer Related Process that:





(A) results in a physical transformation outside the computer for which a 

practical application in the technological arts is either disclosed in the specification or would have been known to a skilled artisan, or





(B) is limited by the language in the claim to be a practical application 

w/in the technological arts

C.  BUSINESS METHODS

1.  Business Methods are subject to the same legal req. for patentability as 

applied to any other process or method.  (State Street)



a.  Hurdle is now lowered for the patentee, it may be easy to show “Useful, 

Concrete & Tangible” (“Anything under the Sun” language).


2.  State Street:  



a.  invention:  data processing system




i.  pooling of mutual funds into a portfolio




ii.  claim identifies 4 different calculations to be performed

b.  “B/M Exception” to statutory subject matter does NOT exist

c.  cites Charkrabarty’s “Anything under the Sun” language


d.  the district C erred in applying the old “Freeman-Walter-Abele” test, the 

correct test is the Alappat “Useful, Concrete & Tangible” test

D.  NATURAL SUBSTANCES & LIVING THINGS


1.  a Living Thing can be Patented (Chakrabarty)

2.  Cannot patent discoveries of NATURAL PHENOMENON.  If there is to 

invention from such discovery, it must come from the application of the law of nature to a New and Useful end.  (Funk Bros.)


a.  Funk Bros:



i.  product claims for the discovery of a particular mixture of compatible 

strains of bacteria.  




ii.  essentially a “re-packaging of nature”




iii.  should have framed as a Process, rather than a Product claim




iv.  this was prior to Chakrabarty, case likely to come out different today if 

drafted properly


3.  a Living Thing can be Patented if Man-Made, but Not if it occurs Naturally 

(Allen)



a.  Allen:




i.  method of polyploidy in oysters utilizing hydrostatic pressure




ii.  however, rejected b/c of Obviousness



b.  Hibberd was prior to Allen, but did not help draw the line between discoveries 

of Nature and Man-made patentable inventions




i.  H – neither of the plant-specific Acts (PPA or PVPA) expressly excludes 

any plant subject matter from protection under § 101 (does not narrow § 101) nor are they the exclusive forms of protection for plant life. 

IV.  Utility
A.  Introduction

1.  the Patent Act protects all inventions that are novel, USEFUL and nonobvious

2.  3 major issues:



a.  General Utility:  whether it is operable or capable of any use, whether it can 

really do anything



b.  Specific Utility:  whether it works to solve the problem it was designed to 

solve



c.  Beneficial Utility:  whether the intended purpose of the invention has some 




minimum Social Benefit, or whether it is completely harmful or deleterious


3.  In all cases except those involving drugs, the B of P is on the PTO to show that a 

claimed invention does not have Utility.  Only where there is a reasonable doubt as to the truth of the applicant’s statements regarding Utility does the B shift to the applicant.

4.  Dworzek:



a.  things presented for patent shall be designed for some USEFUL purpose, 

in distinction from a harmful, frivolous or immoral purpose


b.  invention here used for gambling purposes, so J does not protect it against an 

alleged infringer

B.  UTILITY in CHEMICAL & BIOTECHNOLOGICAL CASES

1.  for a Chemical/Biotech. invention to be patentable, need a Specific Benefit in 

Currently Available form 

a.  Brenner – No Utility

i.  Usefulness cannot be presumed merely b/c the product is closely 

related to another compound which is known to be useful




(A) a chemical process is Not “Useful” just b/c:






(1) it works (produces the intended product), or b/c:






(2) the compound yielded belongs to a class of compounds now the 







subject of scientific investigation

ii.  a process whose only demonstrable Utility is to aid in research is Not 


patentable



iii.  cannot patent Chemical Intermediates, Not Useful yet


b.  Brana – has Utility 




i.  specified a specific disease against which the compounds were active




ii.  PTO did Not meet initial burden of providing evidence showing that one of 

OSITA would reasonably doubt the asserted Utility.  (applicants offered sufficient evidence to convince OSITA of the asserted Utility)




iii.  Animal & Statistical Tests to show Usefulness:





(A) for pharmaceuticals, statistically significant tests on animals is 

sufficient to establish Utility (don’t need FDA approval or human testing to get a patent)




iv.  P compared his compound w/ another compound which had been 

significantly tested


2.  Policy Choice on where and at what point a patent should be issued:



a.  worried that if req. too much, small biotech companies will be stifled



b.  in favor of lowering Utility req. at an earlier stage for up-start biotech 

firms

3.  Improvement Patents: (a limited New Use Patent)


a.  ex) one who discovers an anti-AIDS property in a leather tanning agent can 

obtain a Process Patent for “the process of using the leather tanning agent to treat AIDS”



b.  however, the discoverer would still have to obtain a License from P to use the 

compound for treating AIDS


4.  Asserted Therapeutic or Pharmacological Utilities  



a.  “a reasonable Correlation between Evidence and Asserted Utility is Sufficient”



b.  evidence of Structural Similarity to known compounds w/ particular 

therapeutic or pharmacological uses Supports Utility



c.  data from In Vitro and Animal Testing is generally Sufficient to Support 

Utility



d.  Human Clinical Data Not req.


5.  even if Patents are not available, TRADE SECRECY provides protection

V.  Novelty

bars the patent b/c P was not 1st

A.  § 102(a) NOVELTY


No patent if, before the date of invention

1) inventiona:




a) Known or 




b) Used





c) by others





d) in this country, OR



2) inventiona:




a) Patented or




b) described in a Printed Publication





c) anywhere
B.  important dates:


1.  Critical Date – RTP of a prototype (embodiment of the invention)



a.  Constructive RTP – Filing a patent application



b.  in almost every other country, Critical Date is the Filing Date (1st to File 

system)


2.  Conception – sketch or drawing, limited written description (not full) plus 

Diligence to RTP

C.  an inventor cannot violate his Novelty (however, can do something to violate 

Statutory Bars)


1.  Statutory Bars usually b/c of P’s actions (3rd party statutory bars are rare)

D.  ALL ELEMENTS RULE:  a P/A Reference must disclose EACH & EVERY 

ELEMENT of the claimed invention to Anticipate (Structural Rubber)

1.  make a Comparison Chart, use claims of the invention being challenged and 

compare to claims of P/A
E.  “ENABLEMENT requirement” for Anticipation

1.  the P/A reference must bear w/in its 4 Corners adequate directions for the 

practice of the patent invalidated.  

a.  Not an anticipation if:

i.  offers no more than a Starting Point for further experiments, 

ii.  its teaching will sometimes succeed and sometimes fail, or

iii.  it does not inform people of OSITA how to practice the invention,





(A) what one of OSITA would know at time of invention, Not in 

Hindsight






(1) Graves:







P’s invention is Anticipated by P/A (Rockwell’s patent):  even 

thou Rockwell does not specifically disclose simultaneous 

monitoring of the output points, simultaneous and parallel monitoring is w/in the knowl. of a skilled artisan







(a)  P’s invention just a New Process for doing an Old Thing





(B)  Considerations of EXTRINSIC EVIDENCE






(1) Intrinsic Evidence:  anywhere in patent itself (claims, specification)






(2) EXTRINSIC EVIDENCE:  everything else – expert testimony

from one of OSITA







(a) Extrinsic Evidence may be considered to Explain, but Not 

expand on the meaning of an anticipatory reference








(i) specifically, a C may look to Extrinsic Evidence to learn 

how the person of OSITA would interpret an anticipatory reference

(b) Titanium Metals:  P’s alloy is Anticipated by the Russian 

article 








(i) unlike Graves, the examiner provided EXTRINSIC 

EVIDENCE:  expert testified that given the alloy info in 

the Russian article, he would know how to prepare the alloys 


2.  terms “Genus” and “Species” to describe the relationship between References 

and a Claimed Invention

a.  a P/A References that discloses a “Species” Anticipates a later claim to a 

“Genus” that includes that “Species”



b.  example:




i.  Genus = clothing




    Species = shirts, shorts and socks




ii.  a P/A Reference disclosing “socks” could Anticipate a claim in a 

subsequent patent application to “clothing”


3.  NEW USE PATENTS:  a patent on a NEW USE for an Old compound will 

often be allowed if the compound is Combined w/ other compounds and claimed as a new “Combination”.


a.  Process Patents to patent a NEW USE for an Old compound



i.  § 100(b):  “The term ‘process’ … includes a NEW USE of a known … 





composition of matter, or material.”




ii.  example: can patent the Process of using the leather tanning compound (a 

known, old compound) to treat AIDS



b.  Doctrine of Slight Changes:  in some cases, a patent will be allowed where 

only very minor structural changes to an old compound are made




i.  however, this doctrine is criticized if the slight change does not alter the 

operability of the compound

F.  the INHERENCY DOCTRINE

when a patent is silent about certain Inherent characteristics, must be evidence that 

the descriptive material was present and would be recognized by one of OSITA


1.  to Anticipate, a P/A needs:



a.  at least 1 APPRECIATED prior use



b.  prior uses where results were INTENDED



c.  CONSISTENT RESULTS (regardless of Appreciation) if KNOW product 

is produced

2.  Tilghman:

P’s patent Not anticipated by P/A b/c fat acid produced by P/A were accidental 

effects, whose process was never fully understood

a.  ACCIDENTAL ANTICIPATION: cited In re Marshall (an Accidental or 

Unwitting duplication of an invention cannot constitute an anticipation)


3.  Seaborg:

P’s claimed product is Not anticipated by Fermi’s patent b/c it was produced in Fermi’s process in Miniscule Amounts and under conditions that its Presence was Undetectable



a.  “element 95” was Not identified in Fermi’s process



b.  No evidence that is was produced (so minute, essentially non-existent)



c.  if read Fermi’s patent, would not know “element 95” exists



d.  Hindsight analysis by PTO:  took P’s product claim and looked back at 

Fermi’s patent to say can get element 95 this way




i.  but No Appreciation that was result




ii.  Not Intended

G.  “PATENTED” or “DESCRIBED IN A PRINTED PUBLICATION”

1.  “FOREIGN PATENTS”:  

if a Foreign patent grants a patent right to EXCLUDE others from 

PRODUCING, USING or SELLING the invention, process or article for a specified period of time, it clearly falls w/in the definition of “Patent” under § 102 (Reeves Bros.)



a.  but can only use the Claims, Not the specification




i.  the Specification Not construed as a “printed publication” (even thou 

publicly available at the Official Gazette)





(A) construed as “know how” in a foreign country




ii.  can only use Specification in a Domestic patent




iii.  probably result of the lack of confidence in what is being disclosed (easier 

to get a patent in Germany – preliminary stages)


2.  “PRINTED PUBLICATIONS”:



a.  a Catalogue distributed generally to a trade may be a “Printed 

Publication” under § 102, the Q is what the art gathered from what appeared (sufficient disclosure) (Jockmus)




i.  Jockmus:





(A) figures/pictures may be an adequate Anticipation of mechanical 

inventions





(B) Distribution issue:






(1) 1k sent out here – C says far less would have sufficed






(2) uncorroborated oral testimony (by someone w/ nothing to gain or 

lose)






(3) evidence could have been more solid (mail receipts, orders placed, 

people who got or didn’t get this specific publication)







(a) only evidence is the oral testimony



b.  must be SUFFICIENTLY ACCESSIBLE (at least to the public interested 

in the art) so that such a one by examining the reference could make the claimed invention w/o further research or experimentation (Hall)

H.  “KNOWN OR USED”


1.  REASONABLY ACCESSIBLE TO THE PUBLIC:  102(a) “Known or Used” 

must be prior PUBLIC knowledge (Tractor Pullers)


a.  alleged P/A must have its existence and relevancy established by CLEAR 

& CONVINCING EVIDENCE

i.  pretty High Burden (~85-90%)


(A) lower than “beyond a reasonable doubt”


(B) higher than “preponderance of the evidence”

ii.  High Burden to protect P – so Not discouraged

b.  need some type of Public Disclosure, not satisfied by knowl. of a single 

person, or a few persons working together



c.  Tractor Pullers:




i.  Not P/A b/c:





(A) never built or RTP





(B) No Public Knowl. (alleged drawings never available to the Public)



2.  Some AFFIRMATIVE ACT to bring the work to the attention of the Public is 

NOT req.  Public Knowledge is Not req. where the P/A was RTP w/o any deliberate attempt at Concealment or effort to Exclude the public and w/o any instructions of secrecy (to employees performing the work) (Rosaire)



a.  Reduction To Practice is a critical factor in 102(a) cases (cannot have Use 

w/o RTP)



b.  Use must be accessible to Public in some minimal way



c.  Use under conditions of Secrecy will not suffice as a 102(a) reference



d.  don’t need to be ready to be Commercialized 



e.  any Abandonment or Concealment will Nullify Knowl. or Use



f.  Rosaire:




i.  unlike Tractor Pullers, method for prospecting oil RTP 

I.  “IN THIS COUNTRY”

1.  a patent will Not be Void b/c of Knowl. or Use (or RTP) in Another Country 

(even if widely known) unless the invention is PATENTED or described in a PRINTED PUBLICATION (Westinghouse)

2.  “Anti-Foreign” bias in the patent act

VI.  Statutory Bars
bars patent b/c P did not apply for a patent soon enough

A.  § 102(b):  STATUTORY BARS (“Loss of Rt. provision”)


No patent if, more than 1 year prior to application


1) inventionb
a) Patented or




b) described in Printed Publication





c) Anywhere, OR



2) inventionb



a) in Public Use or




b) on Sale





c) in US
B.  Critical Date – 1 year prior to the filing of the application
C.  102(a) v. 102(b)


1.  basis:



a.  102(a):  bars the patent b/c P was not 1st

b.  102(b):  bars patent b/c P did not apply for a patent soon enough


2.  Critical Date:



a.  102(a):  RTP of a prototype (embodiment of the invention)



b.  102(b):  1 year prior to the filing of the application


3.  an inventor cannot violate his 102(a) Novelty (cannot anticipate your own 

invention), however, can do something to violate Statutory Bars

D.  “PATENTED” or “DESCRIBED IN A PRINTED PUBLICATION”



see supra 102(a) 

E.  PRECISE IDENTITY between the invention and the 102(b) P/A is NOT req. to 

bar the later patent (Dix-Seal)

· it is enough if the 2 devices are Substantially the Same, or the advance

between the 2 did not amount to an invention

· not enough that the 2 devices perform the same Function, and are 
somewhat similar in Construction or Mode of Operation
· “All Elements R” of 102(a) inventions does Not apply to 102(b) inventions

1.  “Precise Identity” is too high of a standard


would allow people to make a small change and get a patent while blocking a 3rd 

party patent by 102(a) – used by others

F.  “IN PUBLIC USE OR SALE”


1.  Pennock:  1st case to clearly distinguish between “Novelty” and “Statutory Bars” 

(used Patent Act of 1793 – prior to § 102


2.  PUBLIC USE, even if only by One person, when inventor allows it to be used 

w/o Restriction of Any Kind – Q OF CONTROL (Egbert)



a.  Egbert:  corset springs




i.  No Restriction of Use




ii.  No Control




iii.  Doesn’t matter if Hidden, still Used





(A) Doesn’t matter if can’t Reverse Engineer




iv.  Doesn’t matter how many people see it



b.  W.L. Gore:  process for stretching Teflon




i.  Not a Public Use b/c activity was SECRET (Restrictions here):  P/A sold to 

Budd w/ agreement not to divulge to any persons (other than employees who signed confidentiality agreements) any know-how or details reflecting the machine




ii.  cannot know the Process by just looking at the tape (the product)



c.  Moleculon:  Rubik’s cube puzzle




i.  Not a Public Use:  P retained CONTROL over the invention (critical factor)





(A) P had not given the invention over for Free and Unrestricted use by 

another person





(B) P’s use was Private and for his own enjoyment





(C) P retained Control even though he and Pres. of his co. had not entered 

into any Express Confidentiality Agreement (the presence or absence of such an agreement is Not determinative of the Public Use issue)





(D) distinction between showing invention to his friends and to co-

workers – more Confidentiality restrictions in a work setting





(E) despite ready for patenting and RTP, Not a Public Use




ii.  infringer had the B to prove Public Use by CLEAR & CONVINCING 

EVIDENCE


3.  EXPERIMENTAL USE EXCEPTION:  Experimental Use (a bona fide effort

to bring the invention to perfection, or to ascertain whether it will answer the purpose intended) does Not constitute “Public Use”
4.  If invention is 1) ON SALE, AND 2) READY FOR PATENTING, does not

need to be RTP for 102(b) purposes. 

(2 part test from Pfaff)

· “Ready for Patenting” = RTP, or Described to enable one of OSITA to 
practice the invention
a.  the word “Invention” does Not req. RTP (RTP only mentioned in 102(g))

b.  Pfaff:

102(b) bar b/c:

1.  P had Commercially Marketed invention 1 yr. before filing, 

2.  at which time descriptions of the invention existed that were 

sufficiently specific to enable one of OSITA to practice the invention, although it was Not yet RTP




i.  precise Commercial event here was TI’s issuing of purchase order (his 

Offer alone could be Invalidating)



c.  why is “Ready for Patenting R” not applied to “Public Use”?




i.  notion of Control gives more discretion to Cs and gives inventors less 

notice

ii.  if the right case comes up, may be applied so inventor would not know 

what type of activities to engage in so not to bar issuance of a patent

VII.  Other Novelty-related Issues

A.  § 102(d):  PRIOR FOREIGN FILING

1.  Cannot get a patent in US if filed in a Foreign Country more than 1 yr. before 



filing in the US (and patent issues before you file in US)

Barred from getting a patent if:




1.  w/ respect to the Same Invention




2.  you File an application in a Foreign Country more that 1 yr. before US 

application




3.  a Patent Issues before you file here


a.  Validity of the Foreign claims is Irrelevant 



b.  an invention is Patented in a Foreign country under 102(d) when the P’s rts 

under the patent become fixed, doesn’t matter when it is Publicly available



2.  Kathawala:



a.  P filed applications in Greece and Spain >1 yr. prior to US application

B.  § 102(e):  DISCLOSURES IN EARLIER FILED APPLICATIONS

1.  the P must be the 1st inventor


a.  one is Not the 1st inventor if someone else made a Complete and Adequate 

Description of the thing claimed before the earliest moment to which the alleged inventor can carry his invention back.  (Milburn)

2.  102(a) and 102(e) concerned w/ who invented 1st


3.  Secret P/A



(p. 359)



a.  102(e) is criticized b/c of fairness of subjecting a P to “Secret P/A”.  P/A 

should refer to the KNOWN (or at least knowable) state of the art at the time the invention is made:  at the time of the invention, was the sum total of knowledge from public use, printed publications, and patents then available such that the claimed invention would have been at the time novel or obvious to the worker w/ OSITA?

4.  Milburn:



a.  although Clifford didn’t claim P’s patent, he made a Complete and Adequate

Description of the thing



b.  don’t care if Clifford is the inventor, enough that P was NOT




i.  there may be P/A before Clifford, but don’t care

ii.  Clifford still needs to make amendments, but won’t reward P to profit by

Clifford’s delay if he wasn’t the 1st inventor

C.  § 102 (f):  DERIVATION FROM ANOTHER


1.  102(f) states that a “person shall be entitled to a patent unless … he did not 

himself invent the subject matter sought to be patented ….”

2.  Clear & Convincing Evidence needed that P is Not the True Inventor


3.  test is whether someone invented it 1st and this was communicated to P

4.  Campbell:



a.  P’s patent held Invalid b/c he was Not the True Inventor (Zimmerman was)

D.  SUMMARY


1.  concerns INVENTION dates:



a.  
102(a) Novelty




102(e) Disclosure in Earlier Filed Applications




102(g) the basic R of Priority



b.  ensures that patented inventions are NOVEL and go to the 1st inventor


2.  concerns APPLICATION dates:



a.  
102(b) Statutory Bars




102(c) “he had Abandoned the invention”




102(d) Prior Foreign Filing



b.  ensures inventors file in a TIMELY MANNER

VIII.  Priority
A.  US Rule on Priority – 1st to INVENT (not file)


1.  Senior user – 1st to file


2.  Junior user – 2nd to file

B.  § 102(g):  

1.  an inventor shall be entitled to a patent unless –



(g)  [1] Before the applicant’s invention thereof the invention was




[2] made in This Country




[3] by Another who had not





[a] Abandoned, Suppressed, or Concealed it.




[4] In determining Priority of invention there shall be considered not only





[a] the respective dates of






[i] CONCEPTION






[ii] RTP of the invention, but also





[b] the reasonable DILIGENCE of one who






[i] was 1st to Conceive and 






[ii] last to RTP,






[iii] from a time prior to conception by the other.


2.  Invention = Conception + Diligent work to RTP


3.  basic set of rules established in 102(g):



a.  the 1st inventor wins, so long as she does Not Abandon, Suppress, or 

Conceal



i.  the 1st inventor is generally the 1st to RTP




(A) only exception:  where the 2nd to RTP is the 1st to Conceive and 

has worked Diligently to RTP






(1) if so, 2nd inventor can “backdate” her date of invention to her 

date of Conception

C.  Burdens of Proof:

1.  a Junior user must show prima facie case of Priority to even get case heard


2.  a Junior user who files after another inventor’s patent issues must show 

Priority by “Clear & Convincing Evidence”

3.  a Junior user who’s application is pending w/ the Senior’s, but the Senior’s 

issues first must show Priority by “a Preponderance of the Evidence”
D.  CONCEPTION:


1.  Townsend:  

i.  “Conception is established when the invention is made sufficiently 

plain to enable those skilled in the art to understand it”
(A) an invention is Complete although some experimentation needed

(B) Incomplete if need extensive research to RTP

ii.  P is entitled to Priority b/c:




(A) 1st to RTP





(1) No Abandonment or Negligence since he RTP




(B) also, 1st to Conceive


2.  Fiers:

i.  a P can’t Conceive of a chemical or a compound w/o precisely Identifying 

it w/ Specificity



(A) Conception of a substance requires means of a Process, or conception 

of its Structure, Name, Formula, or definitive Chemical or Physical 

properties
(1) Conception of DNA, like Conception of any chemical substance, 

requires a definition of that substance other than by its functional utility (e.g., Structure or method of Preparation)




(B) nothing short of this is good enough b/c want to patent a product, not the 





research process



ii.  Priority went to Sugano b/c he disclosed the complete nucleotide sequence




(A) Fiers could have wrote his claim as a Product-by-Process claim (don’t 

have to specify the sequence)

E. “ABANDON, SUPPRESS OR CONCEAL”

1.  Abandoned, Suppressed or Concealed if after a reasonable time after 

completion, no steps were taken to make the invention Publicly known (failure to file a Patent Application, to describe the invention in a Publicly Disseminated Document, or to Use the invention Publicly) – International Glass 


a.  a lapse of 2 yrs between RTP and Filing does not, in itself, constitute 

Abandonment

2.  Too long of a delay may bar the 1st inventor from relying on his earlier RTP.  

However, although an inventor RTP and then delayed, he is Not barred from relying on Renewed Activity PRE-DATING a 2nd inventor’s Conception (Paulik)


a.  1st inventor cannot wait “too long”, but he’ll be ok if he Renews activity 

Before a 2nd inventor’s Conception




i.  2 types of CONCEALMENT:





(A) Deliberate Concealment





(B) Inferred Concealment where too long a delay

3.  the “Suppressed/Concealed” standard punish those who choose to keep their 

inventions as T/Ss

a.  many industries rely heavily on T/S protection (Software)

F.  RTP:


1.  something works suitably for its intended purpose


2.  has to work accordingly to what you say its supposed to do
G.  DILIGENCE:


1.  very Strict standard


2.  policy favors early disclosure


3.  delay allowed, certain excuses



a.  depends on reasonableness



b.  commercial exploitation is not excusable


4.  inventor’s testimony is always suspect

H.  International Priority


1.  the Paris Convention:


a.  primary function is to define a Common Priority Date across all member 

countries



i.  one may file an application in one member state and have the benefit of that 

same filing date when filing in another member state

(A) subsequent applications in another country are not dependent on the 

ultimate fate of the initial or “Priority” filing (if a patent fails to issue from the first “Priority” filing, this is not fatal to later applications in other countries w/in a 1 year period)


2.  Patent Cooperative Treaty (PCT):


a.  Streamlines the filing of multiple national patent applications



b.  permits an applicant to wait for up to 30 months after the initial filing in one 

country to begin the in-depth prosecution of the application in other countries



c.  much more popular convention


3.  Foreign Filing Licenses:  before filing a Foreign counterpart application for 

inventions made in the US, the Foreign application must be authorized by a license obtained from the Commissioner of Patents (permits the US government to review all applications for their potential impact on national security)


4.  §104. Inventions Made Abroad:


a.  can use inventive acts if done in NAFTA and WTO countries, or in 

another country if there on behalf of a NAFTA or WTO country




i.  inventors from other countries must still rely only on their US filing 

date


b.  104 v. 102(g):  oversight in 102(g), doesn’t address Foreign acts



c.  Gostelli:




i.  P Not allowed to rely on his foreign application here




ii.  this is prior to § 104, the old way

I.  Rule 131

1.  Rule 131 allows an Affidavit or Declaration of Prior Invention to Overcome a 

Prior Patent or Publication (requires Diligence)


a.  must include facts showing a completion of the invention in this country or in a 

NAFTA or WTO country Before the Filing date of the application on which the US patent issued, or before the date of the printed publication



b.  establishes RTP prior to the effective date of the reference, or Conception prior 

to the effective date of the reference coupled w/ Due Diligence
IX.  Non-Obviousness
A.  § 103:  Obviousness – 4 part inquiry

· SCOPE & CONTENT of the P/A


a.  whole of subject matter

· Assessing the DIFFERENCES between the Invention and the P/A


a.  use a claims chart



b.  but P/A must Teach or Suggest Combinations to invalidate

· Determination of the level of OSITA

a.  consider at time of invention
· SECONDARY INDICIA of NonObviousness (how has real world responded to

the invention)



a.  Commercial Success



b.  Industry Accolades



c.  Long Felt Need



d.  Tried and Failed



e.  Copying



f.  Unexpected Results

1.  Graham:



a.  restated the test for Obviousness:




“whether the subject matter sought to be patented and the P/A are such that 

the subject matter as a whole would be OBVIOUS at the time the invention was made to a person having OSITA to which said subject matter pertains”



b.  held that the plow shock absorber was Obvious to one of OSITA


2.  Adams:  P’s battery was NON-Obvious b/c although each of the elements in his 

invention was well known in the P/A, one of OSITA would Not know to COMBINE them.

B.  SCOPE & CONTENT OF P/A

1.  ANALOGOUS ARTS:



a.  art under 103 includes not only knowledge accumulated w/ respect 

to problems in particular industries, but that accumulated in those scientific fields, the techniques of which have been commonly employed to solve problems of similar kind in the particular and closely related fields


b.  2 part test:




i.  determine whether P/A is part of the field of endeavor of the invention at 

issue




ii.  is Reference concerned w/ the similar problem sought to be solved by the 

inventor



c.  CANNOT use an inventor’s Specification to determine whether 

analogous or non-analogous P/A




i.  too tempting to use disclosure as Hindsight




ii.  may have been 1st to appreciate that can import a particular

process/function to his field



d.  San Marino:  bottle inspecting patent held Invalid b/c star/missile tracking P/A 

is ANALOGOUS ART




i.  detecting any light giving or light interrupting foreign objects against a

background


2.  102 v. 103 (use 102 to determine the scope of P/A for the 103 analysis)


a.  102(e) Disclosures In Earlier Filed Applications:



an application pending in the PTO at the time a 2nd application is filed 

constitutes P/A under 103 (Hazeltine)



i.  don’t want 2 patents on things that aren’t different enough




ii.  won’t let the delay of the PTO be a factor



b.  102(g) Priority:



i.  can use rules of 102(g) – RTP, Conception, Diligence; to determine 103 

P/A



ii.  if a Reference qualifies as P/A (under 102), doesn’t matter that an 

applicant is unaware of the P/A …..



c.  under 103, don’t care about Accessibility – use it as P/A regardless




i.  person of OSITA is Presumed w/ having knowledge of all P/A in the 

field (once you identify the field, Accessibility doesn’t matter)




ii.  under 102, Accessibility is a factor


3.  Lost Counts Doctrine:  if lose an Interference, those claims Rejected can be used 

against you as P/A (can be used against other claims in the same application)

C.  Assessing the DIFFERENCES between the Invention and the P/A

1.  Nonobviousness does not mean better, it means Different


2.  Structure:



a.  slight Structure changes can make a big difference (its not what the difference 

is, but what difference the difference makes)


3.  Functions, Properties, Advantages


4.  Requirements to Invalidate

· must be a SUGGESTION to COMBINE the features (either Explicit or 

Implicit)

· must be an indication of REASONABLE LIKELIHOOD OF SUCCESS 

(if no Reasonable Likelihood of Success, Teaches Away (heightens the level of Uncertainty – Nonobviousness))

a.  Sources of Suggestions:


i.  the References/Prior Art themselves


ii.  testimony of one of OSITA

b.  Vaek:


i.  although the C found that elements in invention were disclosed in 4 P/A 

references, No evidence of using all of them together


ii.  must also be a Reasonably Likelihood of Success

D.  Determination of the level of OSITA
· one arguing Obviousness wants a High level of OSITA

if one w/ a High level, then going to be Obvious to them (likely to support a conclusion of Obviousness)

· P wants someone w/ a Low level of OSITA


1.  Education level of the inventor



a.  if the patentee has never worked in the field, tends to lower the level of OSITA




i.  if patentee knows, an expert should know


2.  type of Problems encountered in the art


3.  P/A solutions to the problems


4.  Rapidity of which innovations are made


5.  Sophistication of the Technology


6.  Education level of workers in the field

E.  SECONDARY INDICIA of NonObviousness

1.  Commercial Success:


a.  need to show a Nexus between the Success and your Invention (that Success is 

attributed to your inventive aspect)




i.  Not marketing, packaging, single source contracts




ii.  to show a Nexus, use Market Research evidence (consumer testimony)




iii.  Nexus requirement makes it more difficult to prove Secondary 

Considerations


2.  Unexpected Results:



a.  teaches away P/A



b.  important in Chemical & Biotech inventions

F.  NonObviousness in Chemical & Biotech patents:


1.  problem:  b/c of the unpredictable nature of chemical reactions, a newly-

synthesized compound may be very similar in Structure to known and existing compounds and yet exhibit very different Properties.



a.  the “different Properties” may be Unexpected and not found in the P/A

2.  Biotech Process Patent Act:

a.  103(b)(1):



creates a Relaxed Standard of patentability for biotech related inventions 

claimed as Processes for Making or Using Novel biotech compositions


i.  2 primary effects of the Act:




(A) it makes per se NONobvious certain Process claims in biotech-related 

patents and patent applications 




(B) it adds an enormous amount of verbiage onto the previously concise 

structure of 103 to do so




ii.  No patents for Old Processes used w/ Novel Starting materials




(A) need a New Process:  applying an Old Process to New Materials does

Not yield a New Process even if produces a New Product


b.  103(b)(2):




Cannot patent a Process, then later apply for a patent for the Compound – 

extends monopoly



i.  monopoly ends when 1st monopoly expires


3.  Deuel:  P/A does Not Suggest the claimed cDNA molecules

X.  ENABLEMENT and BEST MODE Requirements
A.  § 112:  (p. 660)


¶ 1:  The specification shall contain a written description of the invention, and of the 

manner and process of making and using it, in such full, clear, concise, and exact terms as to Enable any person SITA to which it pertains, or w/ which it is most nearly connected, to make and use the same, and shall set the Best Mode contemplated by the inventor of carrying out his invention.



-- sets forth Written Description, Enablement and Best Mode requirements


¶ 2:  The specification shall conclude w/ one or more claims particularly pointing out 

and distinctly claiming the subject matter which the applicant regards as his invention.



-- sets forth Claim Breadth requirement

¶ 6:  An element in a claim for a Combination may be expressed as a Means or step 

for performing a specified Function w/o the recital of structure, material, or acts in support thereof, and such claim shall be construed to cover the corresponding structure, material, or acts described in the specification and equivalents thereof.


-- sets forth Means-Plus-Function


1.  Enablement:  requires the inventor to describe her invention clearly enough 

so that one skilled in her art can understand it well enough to make and use it.


a.  the description must be good enough to prevent the skilled artisan from having 

to undertake a great deal of experimentation to reproduce the claimed invention


2.  Best Mode:  requires the inventor to tell the public the Best Mode she knows 

for practicing the claimed invention


3.  Claim Breadth:  requires that the inventor claims her invention in such a way 



that those who follow her can easily discern the boundaries of her legal right.


a.  she must demarcate clearly what she claims and what is left free to the Public 

to use.  

B.  Enablement:


1.  Undue Experimentation:

· Enablement requires that the specification teach those in the art to Make 

& Use the invention w/o Undue Experimentation

· claims that are TOO BROAD are too Vague and Uncertain, and only by 

Undue Experimentation can the device be constructed 



a.  Incandescent Lamp patent:  claims are Too Broad




i.  Ps failed to tell others how to sift thru the Broad genus of fibers that they 





claimed w/o Undue Experimentation (they did not identify the “common 

qualities w/in that genus)




ii.  if P allowed this Broad claim, Edison, who ultimately found “common 





qualities” of bamboo (parallel fibers, cellular structure) would not be able 

to patent his invention



b.  Fisher:  claims are Too Broad




i.  would Limit Future Experimenters b/c it is theoretically possible to achieve 





potencies far greater than those obtained by P





(A) P tried to grab too much – Claim Breadth



c.  Wands:  claims Not too broad




i.  claims do NOT require Undue Experimentation





(A) practitioners of the art are prepared to screen negative hybridomas in 

order to find one that makes the desired antibody




ii.  inventions involving Microorganisms and other Living Cells often can be 

Enabled by a Deposit (of the living materials in cell depositories), but a Deposit is Not always necessary to satisfy the Enablement requirement





(A) No Deposit is necessary if the biological organisms can be 

obtained from readily available sources or derived from readily available starting materials through Routine Screening that does Not require Undue Experimentation (some Experimentation through Routine Screening is Not Undue Experimentation)
2.  Uses of EXAMPLES in the Specification

· Working Examples:  work actually performed and may describe tests 

which have actually been conducted and results that were achieved

· Prophetic Examples:  based on the notion that some applications of 

Known techniques are so Predictable that they can be “Prophesized” by one SITA.


a.  Strahilevitz:




i.  b/c of Prophetic Examples, P’s disclosure would have Enabled a person of 

OSITA to Make & Use P’s invention w/o Undue Experimentation

C.  the BEST MODE requirement


1.  requirement satisfied so long as P Lists the B/M (don’t have to point out 

which one he considers his B/M) (Randomex)


a.  can be in a Laundry List, but must be Sufficiently Described
b.  P has leeway, but have to be careful



c.  cases:

i.  Randomex:

(A) P buried his B/M to boost sales – but still listed it




ii.  Chemcast:





(A) B/M Not listed or eluded to at all





(B) P being Dishonest:  included misinfo to throw people off



2.  2 part test:


a.  whether, at the time the inventor filed his application, he Knew of a mode 

of practicing his invention that he considered better than any other



b.  compare what the inventor knew w/ what he disclosed – has he 

“Concealed” his preferred mode



i.  goes back to Q of who is one of OSITA


3.  do NOT have to Update B/M (disclose Later Improvements) upon the filing of 

a continuing application containing no new matter (Transco)


a.  the relevant date for evaluating a B/M disclosure is the date of the Parent 

Application


XI.  Inequitable Conduct

A.  b/c the Patent System relies so much on conscientious disclosure by Ps, necessary to 

impose the ultimate sanction – Total UNENFORCEABILITY


1.  any lesser penalty is thought to invite Nondisclosure

B.  3 Part Test:

· was the P/A MATERIAL

· did P have KNOWLEDGE of the Materiality

· was there deliberate INTENT to deceive

1.  Materiality:  information is material when it is Not Cumulative, and:

· it establishes, by itself or in combination, a Prima Facie Case of



Unpatentability of a claim; OR

· it Refutes or is Inconsistent w/ a position the applicant takes in

   


i.  opposing a rejection by the PTO; or

   


ii.  asserting a position of patentability


a.  Prima Facie Case:  where is compels a conclusion of Unpatentability by 

the Preponderance of the Evidence, construing the claim as broadly as

possible in view of the spec, before the applicant can submit other evidence supporting a conclusion of patentability

C.  Duty of Candor before the PTO:

1.  Anyone who is dealing w/ the application has the Duty of Candor:  the P, 

attorney, a paralegal
a.  only way to cure your I/C is to disclose during the original application

b.  have a Duty to disclose after the patent issues, but do Not have to Reissue 

the patent



c.  Disclosures must be Written in the application, can’t just tell examiner
d.  Applicants have a Duty to Disclose the following where “Material”:




i.  P/A cited in related foreign applications




ii.  info relating to or from co-pending US applications where there is an

inference that these types of prior art are material where they support a rejection, here or abroad;

   


iii.  the existence of a litigation

 


iv.  any other information that comes up, such as evidence of prior use, 

sales,  inventorship questions, prior art, inequitable conduct questions



e.  an applicant must also disclose information relating to claims copied from 

a patent, and must identify the patent and the numbers of the copied claims


2.  the Duty is Owed to everyone at the PTO
D.  Movement making it Harder to prove I/C – the habit of charging I/C in almost 

every major patent case is a “Absolute Plague”

E.  cases:


1.  J.P. Stevens:



a.  P/A patents (of W and of D) are Material




i.  P’s foreign application rejected b/c of W




ii.  P licensed from W




iii.  a similar patent of P’s was rejected b/c of D



b.  P had Intent:  clearly bad behavior



c.  Balancing:  if level of either Intent or Materiality is High ( I/C (even if other 

one is low)


2.  Kingsdown:



a.  NO “Deliberate Intent to Deceive” ( NO I/C



b.  Explicitly Overruled the “Gross Negligence Test” for finding Intent

XII.  Infringement

A.  § 271(a):

Except as otherwise provided in this title, whoever w/o authority Makes, Uses, Offers 

to Sell, or Sells any patented invention, w/in the US or imports into the US any patented invention during the term of the patent therefore, INFRINGES the patent.



1.  Who:  persons of entities w/o authority


2.  What:  Makes, Uses, Offers for Sale, or Sells any patented invention


3.  Where:  w/in the US or imports into the US any patented invention


4.  When:  during the term of the patent therefore

B.  2 Kinds of Infringement:


1.  Literal Infringement:  when infringing device meets Each Element of the

claim

2.  Doctrine of Equivalents:  whether there are Insubstantial Differences between 

the infringing device and the claimed device

C.  Claim Construction:  (Markman Hearing)

1.  2 Step Process to Determine Infringement:  (Autogiro)



a.  determine the meaning of the Claims in issue by a study of all relevant patent 

documents – Claim Construction


b.  the Claims must be Read on the accused structures

2.  Documents that can be used to describe claims:  (everything in Patent:  claims, 

specification, drawings, file wrapper)

a.  must start w/ Intrinsic evidence Only

i.  in many cases, this will be Dispositive



(A) if so, an error in law to turn to Extrinsic Evidence (impermissible for 

jury to give it any weight)

b.  1st thing you do is try to Construe Claims:  parse the claim into Elements and 


Sub-Elements (Dissect the Claim)  

c.  Preamble:  only a limitation when it explains what the invention is



d.  Transitions (Comprising; Consisting Of; Consisting Essentially Of) are 

Limiting



e.  Specification:  if Disclosed, but Not Claimed ( Dedicated to the Public



i.  Unique Concepts:





(A) Dissent is correct that P’s Specification discloses alternatives to the 

one-piece preformed piece, and b/c this is Not Claimed ( Dedicated to the Public





(B) Majority:  No infringement b/c P claimed “Rt. Angle Corner Pieces”, 

which is limited to Preformed corner pieces, whereas D’s Mitered Linear Pieces do Not meet this limitation Literally or under the Doctrine of Equivalents



f.  inventor can be own LEXICOGRAPHER


3.  Doctrine of Prosecution History Estoppel:  when do something in the 

Prosecution History to get around a reference, Cannot later say your patent covers that reference

4.  Doctrine of Claim Differentiation:  when have 2 claims, one w/ a Limitation 

while the other one Omits it, Cannot read the limitation into the other one



a.  proposition that applicants do not use 2 claims where 1 will do

5.  Markman Hearings:



a.  Cs (Not juries) construe patent claims as if a statute; and then tell jury what 

they mean

i.  Claim Interpretation is a Q of LAW – Js exclusively able to decide



b.  if lose Markman Hearing (Claim Construction), likely to settle b/c hard to win




i.  plays a pivotal role of whether win or lose a case

D.  Doctrine of Equivalents:

1.  “Function-Way-Result Test”:  a structure Infringes, w/o there being Literal 

overlap, if it performs Substantially the Same FUNCTION in Substantially the Same WAY and for Substantially the same PURPOSE as the claims set forth

a.  “F-W-R” test is NOT “the” test to determine equivalents, must consider 

Other Factors (Hilton Davis)

· Evidence of COPYING:  suggests that the differences between the

claimed and accused products or processes are Insubstantial ( Equivalent

· Designing Around:  suggests that the differences may be Substantial ( 

Not equivalent



i.  “F-W-R” test will often suffice, but must consider other factors (technology 

is more complicated now)

ii.  may be Inappropriate to attach Inferences to these 2 activities


iii.  Hilton Davis:



(A) jury ruled that the differences in pH and pressure were Insubstantial 

( Equivalent




(B) Parker does Not agree:  there is a reason why pH was limited to over 

6, and should Not expand to cover 5

 



(1) Doctrine of Equivalents applies to Each and Every element of 

the claim, and Not to the invention as a Whole






(i) the rule when the case went up to the SC





(2) if Prosectution History is Silent as to why there is a limitation of a 

claim (6-9), will Not draw Inferences unless P can explain why limited at 6

2.  3 Steps:

· go to the Evidence to define “F-W-R”
· determine whether there is Prosecution History Estoppel (PHE)




-- if so, Cannot use Doctrine of Equivalents

· determine Range (Scope of Equivalents) of each of the elements
a.  cases:



i.  Graver Tank:




D Infringed by Doctrine of Equivalents:  D used Mn instead of Mg

· Function:  join 2 pieces of metal





No PHE





No range prohibitions

· Way:  composition made of alkaline earth metals (MgSi and CaF2)





PHE – should prohibit any expansion of the claim language, i.e., 

alkaline earth metals





PHE should have limited the Range here

· Result:  2 pieces of metal joined together

(A) whole issue in this case is the “Way” the process is carried out

(B) evidence of independent research would Not have aided D – No Intent 


Required




ii.  Unique Concepts:

· Way:  “Single Preformed Piece” is Not equivalent to “Mitered Linear 

Pieces”



iii.  Parker says Both cases wrong:




(A) should Not have been Equivalents in Graver Tank (using Mn instead 

of Mg)

(B) should have been Equivalents in Unique Concepts (“Mitered Linear 


Pieces” instead of “Single Preformed Piece”)

3.  the Effect of P/A on the Doctrine of Equivalents:


P/A LIMITS the Range of Equivalents:  a Range of Equivalents may Not 



ensnare inventions already disclosed in the P/A


a.  Wilson:

i.  b/c there is No principled difference between D’s ball and the PA ball, P’s 

claims could Not obtain a Range of Equivalents covering D’s ball w/o also covering the P/A ball

ii.  use a Hypothetical Claim to establish Range of Equivalents

(A) write a Hypo Claim to cover the accused product and compare it to the 

P/A





(B) if the Hypo Claim Covers the P/A ( the Hypo Claim is Valid


4.  Doctrine of Prosecution History Estoppel:  when you Disclaim something in 

the Prosecution History to get around a reference, Cannot later Regain it and apply it to the Doctrine of Equivalents


a.  if you give it up during prosectution, have to settle for the Narrow claim – 

Cannot invoke Doctrine of Equivalents



b.  Exhibit Supply:

i.  P Disclaimed “conductors which are carried by the table, but not embedded 

in it”, and therefore, he Cannot Regain it and apply it to the Doctrine of Equivalents to prove Infringement.




ii.  P also Restricted his claim when he substituted “embedded in the table” for 

“carried by the table”


5.  Equivalents for Means-Plus-Function Claims:

a Means Clause does NOT cover every means for performing the specified function – for Infringement, the Means in the accused device must be Structurally Equivalent to the Means in the Specification  (Laitram)




-- Different structures are NOT Equivalent merely b/c they perform the Same 

Function

XIII.  Remedies
A.  Injunctive Relief:


1.  PRELIMINARY Injunctions:



a.  4 Factors:  (Robertson)




i.  Likelihood of Success on the Merits




ii.  Irreparable Injury if injunction not given




iii.  Balancing of Hardships between parties




iv.  public interest


b.  Likelihood of Success on the Merits:  (Validity of patent and infringement)




P must show the reasonable probability that D Cannot prove his Burden 

of showing Invalidity (by Clear & Convincing Evidence)



c.  Irreparable Harm:




REBUTTABLE PRESUMPTION of “Irreparable Harm” (where clear 

showing of patent Validity and Infringement) b/c of Basic Right to Exclude others



i.   even thou Presumption, must still provide more to show “Irreparable

Harm”, e.g., inability to conduct business as before




ii.  a short amount of time left in the monopoly supports Injunctive Relief b/c 

D may be able to stretch out litigation




ii.  Rebuttable Evidence (of Irreparable Harm):





(A) Licensed to others or Offer to license





(B) Lack of Commercial Activity





(C) Acquiescence or Delay in brining Preliminary Injunction Motion





(1) most common response by D






(2) may be Justified if, at 1st, D only had a very small market share, but 

now threat of enlarging






(3) presumption that 6 yrs is too long (delay of 2 yrs often enough, 

even 6 mo.s if knowledge of infringement)



d.  Balancing of Hardships between parties:



will P be harmed more by no injunction than D will be harmed by an 

injunction




i.  may be able to tailor the Scope of the Injunction so that D does not go 

bankrupt




ii.  P sometimes required to post a Bond at time of Injunction Hearing so that 

if at trial, found that injunction should Not have been given, D gets bond



e.  Public Interest:  

Weak factor, mere Verbiage




i.  injunction Rarely denied b/c of this factor




ii.  ex) invention that Public will Benefit from – a pharmaceutical


2.  PERMANENT Injunctions:

almost Always Granted if Lose on Validity and Infringement (fairly standard, rarely contested)



a.  Rare Exceptions:  

i.  Bad Behavior by P





(A) procured patent by Inequitable Conduct





(B) P knowingly tries to Overreach Patent




ii.  Public Interest:  (dicta of Vitamin Technologists)





(A) compulsory license is okay if a strong Public Interest (cure of rickets)




b.  can NOT get an Injunction against the F Government (only $)


c.  can NOT get Any Remedy from the St
B.  $ DAMAGES:

1.  Statutory framework:

a.  § 284:  

Upon finding for the claimant the C shall award the claimant Damages

Adequate to Compensate for the Infringement, but in No event Less than a Reasonable Royalty for the use made of the invention by the infringer …



b.  § 286:

· No recovery for infringement committed

· more than 6 yrs
· prior to the Filing of the Complaint or CC
i.  must be prompt

ii.  Not a SOL, but a Bar



c.  to get Treble Damages, need to show WILLFUL Infringement or other Bad 

Litigation Behavior




i.  this is Discretionary (up to J)




ii.  Rare b/c damages are usually very big


2.  Lost Profits



a.  almost always More than a R/R



b.  2 types of L/P:




i.  for Lost Sales




ii.  for Price Erosion



c.  Panduit Test:

· Demand for the patented product

· Absence of Acceptable Noninfringing Substitutes

· Manufacturing and Marketing Capability to exploit the demand

· the Amount of Profit he would have made



i.  this is the test that is Mostly Used, but it is Not exclusive (although 

every L/P case uses it)


d.  Demand for the Patented Product:



i.  can show by Sales of P’s product or D’s product




ii.  presumption that products are covered by the patent




iii.  must show that Demand is b/c of the Patented Improvement




(A) a Nexus between the Patented Improvement and the Demand





(B) use Market Research, Consumer Testimony




iv.  must show that P’s product and D’s product are Interchangeable




(A) reside in same niche





(B) Factors/Evidence of Interchangeability:






(1) differences and similarities in channels of trade






(2) price






(3) other product features unrelated to patented feature



e.  Absence of Acceptable Noninfringing Substitutes:



does D have other products available that it could have Substituted for the 

Infringing product to retain its sales?




i.  if Y, it may end the inquiry if the Substitute product could retain 100% of 

the Market Share

(A) if the Substitute retains < 100% of the Market Share, then P may still 

be entitled to some L/P Damages based on the Market Share R




ii.  if N, then consider the rest of the Market





(A) if it’s a 2 player market, this factor is automatically met ( Absence of 






Acceptable Noninfringing Substitutes





(B) if it’s Not a 2 player market, in order to get L/P on 100% of D’s 

products:






(1) must show that P’s product and D’s product occupy a niche in 

which other goods are Not interchangeable, or






(2) show that the other competing products in the niche are also 







Infringing, or






(3) go to Market Share R:  if P meets each of the other 3 L/P 

factors, it can recover L/P on its M/S of D’s products






(i) Mor-Flo:








b/c P had 40% of the gas water heater Market nationwide, 

awarded L/P for 40% of D’s sales of infringing heaters



f.  Manufacturing and Marketing Capability to exploit the demand:



i.  need Capacity to Manufacture, Distribute and Sell 




ii.  often Overlooked by P




iii.  great opportunity for D to attack




iv.  P’s Burden to Prove this (may need to hire a Manufacturing Expert)



g.  the Amount of Profit he would have made:



i.  most onerous task, difficult to quantify (why P in Panduit lost)




ii.  must quantify Expenses, Costs, Profits




iii.  P needs acceptable records that can be interpreted


3.  Reasonable Royalties:

· put yourself in shoes of parties at the time infringement began

a.  for L/P, hypo reconstruction of the marketplace



b.  Georgia-Pacific Test:  (handout)




i.  factor 15:  the amount the P and D would have agreed upon (at the time 

infringement began) if both had been Reasonably and Voluntarily trying to reach an agreement




ii.  similar to Panduit in that a Non-exclusive test, but most commonly used



c.  this is Not Realistic in many cases b/c parties are usually Unwilling


d.  need to give D Incentive not to infringe

4.  Wrap Up:

a.  a P should start to put together Damages case Before litigation – is it worth 


pursuing?



b.  Experts will make or break you here



c.  does L/P Overcompensate P?




i.  way test is structured, difficult to get L/P – enough safeguards

XIV.  Trade Secrets

A.  St. T/S law is NOT pre-empted by F patent law

B.  differences between Patents and T/Ss


1.  Duration:

T/S protection can be indefinite, as opposed to Patents


2.  Ease of Enforcing:



Presumption of Validity for Patents, but must Prove validity of a T/S


3.  Remedies:



a.  Difficult to get Secret back (depends on nature of disclosure)



b.  get $ Damages



c.  in MD, get Injunction (for as long as T/S lasts, or to eliminate any commercial 

advantage resulting from the misappropriation) and/or Damages and an Affirmative Duty to Keep Secret (can double damages for bad behavior)

C.  Uniform T/S Act (UTSA):

“T/S” means info, including a formula, pattern, compilation, program, devise, method 

or technique, or process, that:


(i) Derives independent Economic value, actual or potential from



[a] Not being generally known [to persons who can use and obtain economic 

value from its disclosure or use], And



[b] Not being readily Ascertainable by proper means by other persons who can 

use and obtain economic value from its disclosure or use, And


(ii) is the subject of Efforts that are reasonable under the circumstances to Maintain 

its Secrecy

1.  2 key points:



a.  Not readily Known



b.  Efforts to Maintain Secrecy

2.  also Defines Misappropriation:


(1) Acquisition of a T/S of another by a person who Knows or has reason to know 

that the T/S was acquired by Improper Means; or



(2) Disclosure or Use of a T/S of another w/o consent by a person who: 




(A) used Improper Means to acquire knowledge of the T/S; or




(B) at the time of disclosure or use, knew or had reason to know that his or her 

knowledge of the T/S was:





(i) derived from or through a person who had utilized Improper Means to 

acquire it;





(ii) acquired under circumstances giving rise to a duty to maintain its 

secrecy or limit its use; or 





(iii) derived from or through a person who owed a duty to the person 

seeking relief to maintain its secrecy or limit its use



a.  encompasses taking Aerial Photos to discover a T/S (E.I. Dupont)



b.  encompasses disclosing a secret process from Memory

D. Not readily Known:

Sacks:


1.  Customer List is a T/S b/c meets 2 prong test of UTSA:



a.  “info” which has potential Economic Value


b.  P took reasonable steps to insure Secrecy (employee confidentiality

agreements)



(A) many Anti-Competitive Agreements are Not upheld in C if for up 

towards 1 yr. – too restrictive


2.  also a Misappropriation – difference between Announcing a new affiliation and 

Solicitation

E.  Efforts to Maintain Secrecy:

1.  Sheets:



a.  P failed to take reasonable efforts under the circumstances to Maintain Secrecy 

of the invention



b.  P should have sought a Patent – if can Reverse-Engineer something, T/S Not a 

good protection


2.  Acuson:



a.  Information and Goods PUBLICLY DISCLOSED can Not be T/Ss (>100 

products have been sold)


b.  License on software to operate machine, and Padlocks on certain components 

are Not sufficient to prove Secrecy.

