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Part 1.  Intellectual Property Rights

I.  Introduction

A.  Overview of Types of IP:  chart of p. 24


1.  T/S:  

a.  protected by St. law

b.  covers Broad range of subject matter:  Business or Technical info of any sort


2.  Patent:  

a.  creates a limited Monopoly to encourage the production of inventions – 

Processes, Machines and Compositions of Matter



b.  4 requirements:  Patentable Subject Matter, Novelty, Nonobviousness and 

Usefulness


3.  Copyright:  



a.  in general, Easier to Secure and last substantially Longer than Patents




i.  however, the Scope of Protection is Narrower and Less Absolute 



b.  covers Broad range of Literary and Artistic Expression – including Books, 

Poetry, Song, Dance, Dramatic Works, Computer Programs, Movies, Sculpture and Paintings




i.  work must exhibit a modicum of Originality and be fixed in a “Tangible 

Medium of Expression”



c.  there is No examination by a government authority, although the C/R Office 

Registers copyrightable works 

i.  Registration is Not required for Validity, but must register works prior to filing an Infringement suit



d.  C/R lasts for the Life of the Author plus 70 yrs (or a total of 95 yrs in the case 

of entity authors)

4.  Trademark / Trade Dress:



a.  the Lanham Act (the F TM statute) protects Words, Symbols and other 

attributes that serve to Identify the Nature and Source of Goods or Services



i.  an Identifying Mark need Not be new or previously unused, but it must 

represent to Consumers the Source of the Good or Service Identified



b.  TM continue in force until they are “Abandoned” by their owner or become 

Unprotectable



c.  TM Registration is Not necessary to bring suit for Infringement



d.  unlike Patents and C/Rs, the outcome does Not turn on the Similarity between 

the marks or on whether D copied the mark; turns on whether Consumers are likely to be Confused as to the Origin of the Goods or Services

B.  Bonito Boats:
C.  Sony:

D.  introduction to E-Commerce:
II.  Trade Secrets

A.  governed by STATE LAW


1.  typically by adoption by the St. of the Uniform Trade Secrets Act


2.  can have T/Ss for same thing in 2 different St.s

B.  possible Remedies:  attorney’s fees, Punitive Damages

C.  Matters Subject to T/S protection:


1.  “Information” that: 



a.  derives independent Economic Value (actual or potential) from not being 

generally known or ascertainable; and



b.  is subject to Reasonable Efforts to keep it a Secret

2.  a Novel addition to a well known process is protectable as a T/S (Metallurgical 

Industries)


a.  a holder of a T/S may Divulge Information to a Limited extent w/o destroying 

its status as a T/S

D.  Requirements for maintaining SECRECY:

1.  Standard is REASONABLE PROTECTION of the Secret (Rockwell Graphic 

Systems)


a.  using a C/B analysis (is cost of obtaining more secrecy beneficial/necessary), 

there were strides for Secrecy


2.  11-201(e)(2):  “… is subject to efforts Reasonable under the Circumstances to 

maintain Secrecy.”

3.  Non-disclosure agreements


4.  most Cs agree that Reverse-engineering does Not constitute misappropriation of a 

T/S

a.  Software is Not completely Reverse-engineerable (can’t get to code)

C.  how can you Lose T/S protection other than theft?

1.  Disclose in a Commercial Environment (Publication, given to 3rd party w/o 

contract protection, Reverse-engineering, etc.)

III.  Patents

A.  a patent does Not give an inventor a right to Make the invention, but gives an inventor 

the right to Prohibit others from making, using or selling the invention

B.  Patentable Subject Matter

1.  § 101:  Process, Machine, Manufacture or Composition of Matter (and 

improvements thereto)



a.  Natural Phenomena, Laws of Nature, and Abstract Ideas (including 

Algorithms)

2.  State Street:


a.  test is UTILITY




i.  overruled the “Business Method Exception”



b.  “anything under the Sun” that is Not naturally occurring
C.  Novelty


1.  § 102:  analysis turns on the circumstances under which an Identical Invention was 

made, used, sold or known Prior to an applicant’s filing for a patent

2.  RTP:



a.  Actual:  makes a proto-type



b.  Constructive:  files a patent application


3.  102 paraphrase:


a person is entitled to a patent unless Prior to an inventor’s RTP (actual or 

constructive):



(a)1:  it is Publicly Known or Used by others in the US


(a)2:  it is Patented or described in a Printed Publication anywhere


(e):  Someone Else’s Filed Application (US or PCT at US national phase), which 

later issues, discloses it (thus, effective date of such a patent as a P/A Reference is its US file date)



(g):  Someone Else Conceives of it (in US, NAFTA or WTO nation) First and 

does Not Abandon or Conceal it, but is ultimately the last to RTP and files a Later application which would otherwise qualify for the issuance of a patent





-- “First to Invent” (Interference proceeding in PTO)



(f) he/she Did Not Invent (Not True inventor)


OR unless Prior to more than 1 yr. before filing an application:



(b)1:  it is Publicly Used or on Sale in US



(b)2:  it is Patented or Published Anywhere

D.  Non-Obviousness


1.  § 103:  analysis turns on whether the claimed invention would have been 

OBVIOUS to “a person of OSITA” at the time the invention was made
E.  Enablement


1.  § 112:  a patent must contain a written description of the invention w/ enough 

specificity so that any person of OSITA to which the patent pertains could make it

IV.  Copyrights

A.  Introduction


1.  a protectable C/R has the following ELEMENTS:



a.  Copyrightable Subject Matter:



Broad range of LITERARY and ARTISTIC expression (including books, 

songs, dance, computer programs, movies, sculpture, painting)



b.  Threshold for Protection:




must exhibit a modicum of ORIGINALITY and be fixed in a “TANGIBLE 

MEDIUM OF EXPRESSION”



c.  Formalities:




i.  for works created prior to 1989, NOTICE of C/R required




ii.  REGISTRATION of a C/R is Not strictly required for its validity, but 

required prior to bringing an Infringement Suit



d.  Authorship and Ownership:




i.  the work must have been Created by the party bringing suit, or rights in the

work must have been Transferred by the author to the party bringing suit




ii.  in the case of works made “for hire”, the Employer and Not the original 

creator is considered the author and the owner of the work



e.  Duration of C/R:




i.  last for Life of Author plus 70 yrs, or 95 yrs from 1st publication for entity 

authors (or 120 years from the year of creation, whichever occurs 1st)


2.  RIGHTS conferred by a C/R:



a.  Copying:




i.  the owner has the exclusive right to make COPIES of her work



ii.  owner may sue a copier for infringement if the copying is “Material” or 

“Substantial”, even if the copy is in a different form or is of only part of the whole



b.  Derivative Works:




i.  the owner has the exclusive right to prepare DERIVATIVE WORKS, 

which are works Based on the original but in different forms or otherwise altered (such as translations, movies based on books, etc.)




ii.  Derivative Works are themselves Copyrightable, to the extent that they 

contain their own Original Expression



c.  Distribution:




i.  the owner has the right to Control the Sale and DISTRIBUTION of the 

Original and all Copies or Derivative Works, including licensed copies


d.  Performance and Display:




i.  the owner has the right to control the Public (but not private) 

PERFORMANCE and DISPLAY of her works





(A) includes both Literary and Performance-oriented works


3.  FAIR USE DOCTRINE:  Limits the Rights conferred by C/Rs, a Balancing Test that allows Limited Use of C/R material  



a.  Definitions:




i.  “Fixed” in a Tangible Medium of Expression:  when a work’s embodiment

in a copy or phonorecord, by or under the authority of the author, is sufficiently permanent or stable to permit it to be perceived, reproduced, or otherwise communicated for a period of more than transitory duration.  A work consisting of sounds, images, or both, that are being transmitted, is “fixed” for purposes of this title if a fixation of the work is being made simultaneously w/ its transmission.




ii.  Joint Work:  a work prepared by two or more authors with the intention 

that their contributions be merged into inseparable or interdependent parts of a unitary whole.



iii.  Literary Works:  works, other than audiovisual works, expressed in 

Words, Numbers, or other verbal or numerical symbols or indicia, regardless of the nature of the material objects, such as books, periodicals, manuscripts, phonorecords, film, tapes, disks, or cards, in which they are embodied.



iv.  Pictorial, Graphic, and Sculptural works:  includes two-dimensional and 

three-dimensional works of fine, graphic, and applied art, photographs, prints and art reproductions, maps, globes, charts, diagrams, models, and technical drawings, including architectural plans. Such works shall include works of artistic craftsmanship insofar as their Form but Not their Mechanical or Utilitarian aspects are concerned
(A)  the design of a Useful Article, as defined in this section, shall be 

considered a “Pictorial, Graphic, or Sculptural work” only if, and only to the extent that, such design incorporates pictorial, graphic, or sculptural features that can be identified separately from, and are capable of existing independently of, the Utilitarian aspects of the article.



v.  Publication:  the Distribution of copies or phonorecords of a work to the 

public by sale or other transfer of ownership, or by rental, lease, or lending. The Offering to distribute copies or phonorecords to a group of persons for purposes of further distribution, public performance, or public display, constitutes publication. A Public Performance or Display of a work does Not of itself constitute publication.



vi.  Useful Article:  an article having an intrinsic UTILITARIAN FUNCTION 

that is not merely to portray the appearance of the article or to convey information. An article that is normally a part of a useful article is considered a "useful article".




vii.  Work of Visual Art: 

(1) a painting, drawing, print or sculpture, existing in a single copy, in a 

limited edition of 200 copies or fewer that are signed and consecutively numbered by the author, or, in the case of a sculpture, in multiple cast, carved, or fabricated sculptures of 200 or fewer that are consecutively numbered by the author and bear the signature or other identifying mark of the author; OR 

a still photographic image produced for exhibition purposes only, existing in a single copy that is signed by the author, or in a limited edition of 200 copies or fewer that are signed and consecutively numbered by the author. 

(2)  A work of visual art does Not include:

(i)  A) any poster, map, globe, chart, technical drawing, diagram, 

model, applied art, motion picture or other audiovisual work, book, magazine, newspaper, periodical, data base, electronic information service, electronic publication, or similar publication;

B) any merchandising item or advertising, promotional,

descriptive, covering, or packaging material or container;
C) any portion or part of any item described in clause A) or B);

(ii) any “Work made for Hire”; or
(iii) any work not subject to copyright protection under this title.




viii.  Work Made For Hire: 

(A) a work prepared by an Employee within the scope of his or her 

employment; or 

(B) a work Specially Ordered or Commissioned for Use as a contribution 

to a collective work, as a part of a motion picture or other audiovisual work as a sound recording, as a translation, as a supplementary work, as a compilation, as an instructional text, as a test, as answer material for a test, or as an atlas, if the parties expressly agree in a written instrument signed by them that the work shall be considered a “Work Made For Hire”. 

(1)  for the purpose of the foregoing sentence, a "supplementary work"

is a work prepared for publication as a secondary adjunct to a work by another author for the purpose of introducing, concluding, illustrating, explaining, revising, commenting upon, or assisting in the use of the other work, such as forewords, afterwords, pictorial illustrations, maps, charts, tables, editorial notes, musical arrangements, answer material for tests, bibliographies, appendixes, and indexes, and an "instructional text" is a literary, pictorial, or graphic work prepared for publication and with the purpose of use in systematic instructional activities.

2.  § 106. Exclusive RIGHTS in copyrighted works: 



subject to sections 107 through 121, the owner of copyright under this title has the 

Exclusive Rights to do and to authorize any of the following: 

a.  to reproduce the copyrighted work in COPIES or phonorecords;
b.  to prepare DERIVATIVE WORKS based upon the copyrighted work;
c.  to DISTRIBUTE copies or phonorecords of the copyrighted work to the public 

by sale or other transfer of ownership, or by rental, lease, or lending;
d.  in the case of literary, musical, dramatic, and choreographic works, 

pantomimes, and motion pictures and other audiovisual works, to PERFORM the copyrighted work publicly;

e.  in the case of literary, musical, dramatic, and choreographic works, 

pantomimes, and pictorial, graphic, or sculptural works, including the individual images of a motion picture or other audiovisual work, to DISPLAY the copyrighted work publicly; and

f.  in the case of sound recordings, to PERFORM the copyrighted work publicly by means of a digital audio transmission. 

§ 106A. Rights of certain authors to attribution and integrity 

(a) Rights of Attribution and Integrity.- Subject to section 107 and independent of the exclusive rights provided in section 106, the author of a work of visual art-
(1) shall have the right-

(A) to claim authorship of that work, and
(B) to prevent the use of his or her name as the author of any work of visual art which he or she did not create;

(2) shall have the right to prevent the use of his or her name as the author of the work of visual art in the event of a distortion, mutilation, or other modification of the work which would be prejudicial to his or her honor or reputation; and 

(3) subject to the limitations set forth in section 113(d), shall have the right- 

(A) to prevent any intentional distortion, mutilation, or other modification of that work which would be prejudicial to his or her honor or reputation, and any intentional distortion, mutilation, or modification of that work is a violation of that right, and
(B) to prevent any destruction of a work of recognized stature, and any intentional or grossly negligent destruction of that work is a violation of that right.

§ 107. Limitations on exclusive rights: Fair use 

Notwithstanding the provisions of sections 106 and 106A, the fair use of a copyrighted work, including such use by reproduction in copies or phonorecords or by any other means specified by that section, for purposes such as criticism, comment, news reporting, teaching (including multiple copies for classroom use), scholarship, or research, is not an infringement of copyright. In determining whether the use made of a work in any particular case is a fair use the factors to be considered shall include- 

(1) the purpose and character of the use, including whether such use is of a commercial nature or is for nonprofit educational purposes;
(2) the nature of the copyrighted work;
(3) the amount and substantiality of the portion used in relation to the copyrighted work as a whole; and
(4) the effect of the use upon the potential market for or value of the copyrighted work.
The fact that a work is unpublished shall not itself bar a finding of fair use if such finding is made upon consideration of all the above factors. 

§ 109. Limitations on exclusive rights: Effect of transfer of particular copy or phonorecord 

(a) Notwithstanding the provisions of section 106(3), the owner of a particular copy or phonorecord lawfully made under this title, or any person authorized by such owner, is entitled, without the authority of the copyright owner, to sell or otherwise dispose of the possession of that copy or phonorecord. [...] 

(b)(1)(A) Notwithstanding the provisions of subsection (a), unless authorized by the owners of copyright in the sound recording or the owner of copyright in a computer program (including any tape, disk, or other medium embodying such program), and in the case of a sound recording in the musical works embodied therein, neither the owner of a particular phonorecord nor any person in possession of a particular copy of a computer program (including any tape, disk, or other medium embodying such program), may, for the purposes of direct or indirect commercial advantage, dispose of, or authorize the disposal of, the possession of that phonorecord or computer program (including any tape, disk, or other medium embodying such program) by rental, lease, or lending, or by any other act or practice in the nature of rental, lease, or lending. 

(B) This subsection does not apply to- 

(i) a computer program which is embodied in a machine or product and which cannot be copied during the ordinary operation or use of the machine or product; or
(ii) a computer program embodied in or used in conjunction with a limited purpose computer that is designed for playing video games and may be designed for other purposes. 

(C) Nothing in this subsection affects any provision of chapter 9 of this title. 

(2)(A) Nothing in this subsection shall apply to the lending of a computer program for nonprofit purposes by a nonprofit library, if each copy of a computer program which is lent by such library has affixed to the packaging containing the program a warning of copyright in accordance with requirements that the Register of Copyrights shall prescribe by regulation. 

[...] 

(c) Notwithstanding the provisions of section 106(5), the owner of a particular copy lawfully made under this title, or any person authorized by such owner, is entitled, without the authority of the copyright owner, to display that copy publicly, either directly or by the projection of no more than one image at a time, to viewers present at the place where the copy is located. 

(d) The privileges prescribed by subsections (a) and (c) do not, unless authorized by the copyright owner, extend to any person who has acquired possession of the copy or phonorecord from the copyright owner, by rental, lease, loan, or otherwise, without acquiring ownership of it. 

[...] 

§ 201. Ownership of copyright 

(a) Initial Ownership.-Copyright in a work protected under this title vests initially in the author or authors of the work. The authors of a joint work are co-owner of copyright in the work. 

(b) Works Made for Hire.-In the case of a work made for hire, the employer or other person for whom the work was prepared is considered the author for purposes of this title, and, unless the parties have expressly agreed otherwise in a written instrument signed by them, owns all of the rights comprised in the copyright. [...] 

§ 202. Ownership of copyright as distinct from ownership of material object Ownership of a copyright, or of any of the exclusive rights under a copyright, is distinct from ownership of any material object in which the work is embodied. Transfer of ownership of any material object, including the copy or phonorecord in which the work is first fixed, does not of itself convey any rights in the copyrighted work embodied in the object; nor, in the absence of an agreement, does transfer of ownership of a copyright or of any exclusive rights under a copyright convey property rights in any material object. 

Originality of Authorship
C.  Tangible Medium
D.  Formalities

V.  Trademarks and Trade Dress

A.  PURPOSE and Constitutional Basis for TM law:

1.  Primary Purpose of TM law is to IDENTIFY THE GOODS & SERVICES 

FOR SALE (prevents misappropriation)
To Associate a specific "word, name, symbol, or device, or any combination 



thereof" (Lanham Act Sec. 45, 15 U.S.C. Sect. 1127) "TO IDENTIFY AND DISTINGUISH his or her goods, including a unique product, from those manufactured or sold by others and to indicate the source of the goods, even if that source is unknown." In addition, a trademark can serve to associate the specific attributes of a product or service to a particular source.

        

2.  COMMERCE CLAUSE of Constitution provides the basis for TM statutes, 

therefore Not limited duration like Patents and CRs
The source of the Lanham Act is the COMMERCE CLAUSE, Not Article I Section 8 – therefore, there is no time limit on the protectiability of a mark, so long as it continue to be “used” in commerce, and not abandoned. A mark that is not used in commerce for a period of 3 years is presumed abandoned; however, the registrant can establish a bona fide intent to re-use and maintain protection.
B.  Classification of Marks:

· Inherently Distinctive:  Arbitrary, Suggestive (Cannot use the Fair Use Defense)

· Secondary Meaning:  Descriptive

· Never:  Generic



1.  ARBITRARY – (or Fanciful) bears no relationship whatsoever to the product 




it describes – Inherently Distinctive.



a.  ex) Exxon



b.  Protectable w/o proof of Secondary Meaning (Not subject to the Fair Use 

Defense)
c.  Strongest out of 4 b/c any value they possess in terms of name recognition

obviously comes from the corporate use of the name, rather than the natural association in people’s minds between the name and product.  Other 3 categories decrease in Strength as they increase in Natural Association.



d.  registerable on the “Principle Register” unless another mark conflicts w/ it



e.  to rescue an “Arbitrary” mark from falling into the “Generic” category, add 

“Brand”, e.g., Jello Brand Gelatin


2.  SUGGESTIVE:  Suggests (rather than describes) some particular 

characteristic of the goods or services to which it applies and requires the consumer to exercise the imagination in order to draw a conclusion as to the nature of the goods or services.
a.  ex)  Coppertone for sun tanning products, Moviebuff software database

b.  also Protectable w/o proof of Secondary Meaning (Not subject to the Fair 

Use Defense)
c.  registerable on the “Principle Register” unless another mark conflicts w/ it

d.  3 tests for determining whether a mark is “Suggestive” or “Descriptive”:


i.  Imagination test


ii.  Competition test (whether competitors are likely to use it to describe their 

product)


iii.  Definition test (dictionary term)


3.  
DESCRIPTIVE:  Describes the product or service offered, such as its color, 

odor, function, dimensions or ingredients.


a.  ex)  Alo, Vision Center



b.  Ordinarily NOT protectable as TMs.  Only become valid marks by 

acquiring “SECONDARY MEANING” (when buyers associate a product 

w/ a single source).
i.  a mark that is “Descriptive” but that achieves Secondary Meaning does Not 

become “Suggestive” or “Arbitrary” – it always retains its character as a “Descriptive” mark



c.  registerable on the “Supplemental Register”



d.  subject to the Fair Use Defense
i.  Zatarain’s:


(A) P’s TM “Fish-Fri” was held to be a Descriptive mark w/ an 

established Secondary Meaning, but that D had a Fair Use Defense 


4.  GENERIC:  So associated w/ a particular product class that they have 

become the natural way to refer to that type of product.


a.  ex) Aspirin, Cellophane



b.  NEVER can attain TM protection
C.  various Forms/Levels of protection:

· Principle Register (highest) ( Supplemental Register ( CL protection (lowest)


1.  Common Law marks:


a.  protected under St. law or § 43



b.  only requirement is Use, but




i.  Limited to Geographical area where actually Used (biggest problem w/ CL 

TMs)

c.  protection is limited to: 


i.  whatever Case Law allows for protection (typically only Actual Proven 

Damages can be recovered, and the Geographic Scope of protection is only where Use can be proven); and 

ii.  whatever specific Statutory enactments have been made that protect 

unregistered marks (one important one is the Anticyberpiracy Consumer Protection Act, another is Section 43 of the Lanham Act).

2.  Registered Marks:


a.  § 2



b.  subject to Cancellation




i.  if Cancelled, might still be protected under CL if Intent is to Confuse 

Consumer



c.  Examination process:  must define specific Goods & Services



d.  2 registers:




i.  Principle Register:  Nation-Wide Protection (single reason to register a TM)





(A) reserved for Inherently Distinctive marks (Arbitrary and Suggestive)





(B) Presumed Validity (infringer has B of P)





(C) Statutory Remedies (including attorneys’ fees)




ii.  Supplemental Register:




(A) for Descriptive marks; wait until mark becomes Inherently Distinctive 

(5 yrs in commerce) so can move up to Principle Register





(B) Bars Others from registering similar TMs





(C) also Geographically restrictive (Not nation-wide protection like 

Principle Register) 





(D) Not presumed valid





(E) Remedies = Damages (No statutory remedies)

D.  PRIORITY of Marks:

1.  Basic PTO Procedure:  “prosecute” an application in the order it is Filed, 



regardless of the date of 1st Use



a.  so mark holders that have Prior dates of 1st Use but File after a mark that is 

potentially a bar to registration must consider Opposition or Cancellation proceedings to protect registerability

2.  “Moviebuff” case:

E.  “Likelihood of Confusion” analysis:

1.  Polaroid Factors:  Strength of mark; degree of Similarity between 2 marks (overall 

commercial impression); Goods & Services; Likelihood owner will Bridge the Gap(expand the use of TM, merchandising); Actual Confusion; Bad Faith; Consumer Sophistication; Quality


2.  Spam case:  J. Henson’s character Spam allegedly infringes on Hormel’s TM



a.  No Likelihood of Confusion as to Source, Quality and Affiliation of P’s 

product

F.  Dilution:


1.  2 components:  Blurring and Tarnishment

G.  Trade Dress


1.  designed to protect the DESIGN & PACKAGING OF MATERIALS (even 

the Design and Shape of the Product itself) if serves a Source-Identifying 

function

2.  Product Packaging:  can be “Inherently Distinctive”, thus protectable w/o 

Secondary Meaning



a.  Two Pesos:  ambiance of P’s restaurant was held to be an Inherently 




Distinctive T/D


3.  Product Design (the physical attributes of the product itself):  Cannot be 

“Inherently Distinctive”, and thus protectable only by showing of Secondary Meaning  

4.  Differences between protecting Product Configurations (non-functional designs) 

as Design Patents



a.  Costs



b.  Duration of protection (T/D may protect forever)



c.  Novelty and Nonobvious standards

Part 2.  Protecting and Enforcing IP Rights

VI.  State Law and FEDERAL PREEMPTION
A.  CONSTITUTIONAL BASIS for Preemption:

1.  Supremacy Clause:  (U.S. Const. Art. VI)  US Constitution is the “supreme law of 

the land.”, and


2.  Tenth Amendment:  States have “residual powers”;  powers not delegated to the 

US by the Constitution, nor prohibited by it, are Restored to the States respectively, or to the people.  

B.  2 tiered analysis of whether a Fed statute Preempts a St. statutory or CL:

1.  what is the Scope of authority GRANTED to Congress by the Constitution?



a.  Constitutional preemption:  is the grant of authority in the Constitution

EXCLUSIVE?

i.  Article I, § 8, cl.8 grants Congress the power “to promote the Progress of 

science and useful Arts, by securing for limited Times to Authors and Inventors the Exclusive Right to their Respective Writings and Discoveries.”  




ii.  Commerce clause:  No express Exclusive grant.

2.  what is the Scope of congressional authority ACTUALLY EXERCISED?

a.  look at each federal statute independently.

C.  Different types of federal preemption doctrines exist:

1.  Field Preemption:  the Fed. statute Expressly PREEMPTS the Field.


a.  Congress may “Preemption the Field” by declaring that only federal law will 



govern a certain area.  This preemption may be Express or Implied from the 

comprehensive nature of congressional regulation in the area.   

b.  ex) ERISA, Federal labor law.


2.  Express Conflicts Preemption:  the St. statute Expressly Conflicts w/ a Fed.


statute

a.  a state statute may simply conflict directly with a federal statute, in that it is 

impossible to comply with both state and federal law at once.   

3.  Implied Conflicts Preemption:  the St. statute does Not Expressly Conflict w/ a 

Fed. statute, but would conflict if it is enforced

a.  a Fed law may Preempt a St. statute with which it does not directly conflict if 

“the state law stands as an obstacle to the accomplishment of the full purposes and objectives of Congress,” whether or not Congress intended to preemption the field.  

D.  most Preemption issues are in Patents and C/Rs (TMs are not big b/c of provisions in 

the Lanham Act)

the Q:  is the St. law acting like a Patent or C/R law?

	 

 
	 

Field Preemption
	 

Express Conflicts Preemption
	 

Implied Conflicts Preemption
	 

What’s Left???

	 

Patents
	 

Patent statute does NOT contain an Express Field Preemption provision.  

 

But, Bonito Boats suggests “the  scheme of Fed [patent] regulation is so pervasive as to make reasonable the Inference that Congress” intended Field Preemption — but most commentators say NO. 
	 

SC has Rejected St. contract rules that Directly Conflict with patent law (such as contractual agreements to extend term of license beyond expiration of patent, or clauses that prohibit a licensee from challenging the validity of a patent)
	 

SC has held that Patent Law broadly Preempts St. statutory unfair competition  protection for 

unpatentable ideas or unpatentable designs because these laws give inventors the benefits of patent law without forcing her to meet its more stringent requirements. Sears, Roebuck v. Stiffel; Bonito Boats.
	 

St. T/S protection is OK b/c Patent policy of encouraging invention is not disturbed by the existence of another form of incentive to invention.  Kewanee Oil v. Bicron.  

Note: T/S violation is Misappropriation of the confidential business information of another.

	 

Copyrights
	 

17 U.S.C. 301 provides “all legal or equitable rights that are equivalent to any of the exclusive rights within the general scope of C/R . . . are governed Exclusively by Fed C/R law.” 

Express Partial Field Preemption: Copyrightable Subject Matter and equivalent rights
	 

Same for copyrights.  
	 

 
	 

St. laws that protect Uncopyrightable Subject Matter and laws granting rights that are Not equivalent to C/R are NOT preempted.  Goldstein; National Car.

	 

Trademarks
	 

 
	 

 
	 

 
	 

Express provisions of Lanham Act refer to continued effect of St. law.

15 U.S.C. §§ 1065, 1115(b)95).  



1.  Sears Roebuck:  St. unfair competition law is PREEMPTED (Implied Conflicts 

Preemption)



a.  St. statute would give you Patent-like protection

b.  b/c lamp was Not protectable under Fed. Patent laws, the St. unfair 

competition law Cannot protect it 


2.  Bonito Boats:  St. law prohibiting the duplication of boat hulls is PREEMPTED 

(Implied Conflicts Preemption)



a.  St. statute would give you Patent-like protection




i.  if the St. statute was like a T/S statute (prevents from Stealing, Not prevents 

from Making) would be ok

b.  b/c boat hull was Not protectable under Fed. Patent laws, the St. law 

prohibiting the duplication of boat hulls Cannot protect it


3.  Kewanee:  St. T/S law NOT preempted by Fed law



a.  T/S statute here does Not prevent you from Making something (only prevents 

you from Stealing something)



b.  St. statutes in Sears and Bonito Boats is Preempted b/c it acts like a Patent 

statute (prevents you from Making something)


4.  Goldstein:  the recording was Not C/R Subject Matter ( NOT preempted by Fed 

C/R law


5.  National Car:  St. Breach of K law does Not grant rights that are equivalent to C/R 

( NOT preempted by Fed C/R law

a.  St. law Not like a C/R statute:  St. Breach of K law prohibits you from Using; 

C/R does Not prevent you from Using 



i.  P’s processing data for 3rd parties was the infringing act and nothing in the 

C/R Act prohibited this

VII.  Patent Infringement
A.  Claim Construction:

1.  Sources of Interpretive Material:


a.  Claim language (plain meaning R)


b.  Specification


c.  Prosecution History (documents that go back and forth to PTO)


d.  Extrinsic Evidence:  Cs can use to Interpret claims, but Not to vary or 



contradict the claim language

i.  Expert testimony 

(A)  to construe claims

(B)  to compare accused device

ii.  Inventor’s Subjective Intent (irrelevant in construing the claims)

2.  Cannons of Construction
a.  Claim-Specification Relationship

i.  one may Not read a Limitation into a Claim from the Specification, but

ii.  one may look to the Specification to Define a term already in a Claim 

limitation, for a Claim must be read in view of the specification of which it is a part.

b.  P as Lexciographer

i.  P may set forth an explicit definition

ii.  term chosen “so deprive the claim of clarity” that you can’t tell the scope 

of the claim from the language used.

c.  Claim Differentiation

the law rejects superfluous, contradictory, and incongruous things; therefore, 

construction that renders another claim irrelevant is to be avoided

d.  Presumptive Breadth

i.  Claim should be interpreted as to preserve its validity.

ii.  if the claim is subject to 2 viable alternative interpretations, the Narrower 

one applies

 

 B.  Literal Infringement:

must show EVERY ELEMENT of the Claim is found in the accused device.  


1.  § 271: “[W]hoever without authority makes, uses, offers to sell or sells any 

patented invention within the United States or imports into the United States any patented invention during the term of the patent therefor, infringes the patent.”

2.  2-step analysis:



a.  Construe the Claims



b.  see if each and every limitation set forth in a Claim reads on the accused 

product.


3.  example:



a.  Patented product:  elements ABCDEF



b.  Accused product:  elements ABCDE



c.  NO Infringement

 

C.  Doctrine of Equivalents:


if the accused device performs substantially the same Function in substantially 

the same Way to obtain the same Result, it infringes


1.  Factors to consider when comparing elements:
a.  the Purpose for which the ingredient is used;

b.  the Qualities it has when combined with others;

c.  the Function it is intended to perform;

d.  whether persons “reasonably skilled in the art” would have known of the 

Interchangibility of an ingredient not contained in the patent w/ one that was



e.  subsequent cases Pennwalt requires “Element by Element” Equivalence 

(accused device must have Each Element or an Equivalent of Each Element to infringe) 
 

2.  Prosecution History Estoppel: 

if a patent is Amended during prosecution for a reason related to patentability 

(i.e., to avoid P/A), any subject matter that was Abandoned by that amendment CANNOT later be claimed to be “equivalent” (and therefore infringing) under the Doctrine of Equivalents.

a.  Intent of accused product to copy is Irrelevant

b.  Doctrine of Equivalents is Not limited to what was equivalent at time of 

patent, but includes Later Equivalents, known at the time of Infringement



c.  Equivalence must be Element By Element



d.  tended to focus on language that products are Equivalent “if and only if the 

differences between the claimed and accused products or processes are INSUBSTANTIAL.”

 

D.  Defenses to Infringement:

1.  Invalidity: (can dispose of particular claims only)

a.  Non-patentable subject matter

b.  Not Novel (Anticipation in the P/A, § 102 )


i.  Each Element of the invention must be found in a single P/A Reference

c.  Statutory Bar (violation of public use or on-sale bars, § 102(b))

d.  Prior invention by another under, § 102(g)

e.  Obviousness, § 103  




i.  given the Scope and Content of the P/A, would the invention have been 

Obvious to one of OSITA?

ii.  to Counter a claim for Obviousness, a patent holder may offer “objective 

indicia of nonobviousness” such as commercial success, long-felt need, failure of others, etc.



f.  Lack of Enabling disclosure or Best Mode § 112 

2.  Unenforceability: (renders whole patent unenforceable)

a.  Inequitable Conduct: 

during the prosecution, failure to disclose material information or submission of false material information with intent to deceive the PTO.

b.  Patent Misuse: 

improperly exploiting patent such as price fixing, tying the right to use a patented invention to purchase of unpatented supplies; Question its soundness in so far as it prescribes practices that do not violate antitrust.  


3.  Experimental Use: 

a.  Not an infringement if the use of a patented process is solely for Research or 

Experimental purposes.

b.  also, a product is not subject to an “on-sale” bar if the sales were for an 

Experimental purpose.

E.  Misappropriation of T/Ss


1.  MD Metals:



a.  can prepare for a new business (set up everything) when still working for old 

company, but Cannot talk to clients  -- Cannot Compete



b.  when you leave, can Compete



c.  Not a T/S case b/c still Cannot disclose T/S once leave old job

VIII.  Copyright Infringement

A.  Exclusive RIGHTS of C/R owners:  (§ 106)


1.  Reproduce


2.  prepare Derivative Works


3.  Distribute Copies


4.  Perform


5.  Display

B.  Direct Infringement:

Elements to prove Infringement:


1.  Valid C/R:


a.  how to challenge Validity:  not Original, not Copyrightable Expression, not

Fixed in a Tangible Medium


2.  Copying by the D:


Steinberg v. Columbia Pictures (Moscow on the Hudson case):



a.  2 key issues often arise:




i.  Access




ii.  Substantial Similarity:  would an average lay observer recognize the 

alleged copy as having been appropriated from the C/Red work?


3.  Improper Appropriation:



Nichols v. Universal Pictures (Abie’s Irish Rose):



a.  did D Reproduce so much of the P’s original expression so as to violate C/R?




i.  Idea?




ii.  Scenes a faire?




iii.  Di minis?

C.  Contributory Infringement:  3rd party that Encourages or Induces another


1.  elements:



a.  Direct Infringer



b.  Knowledge of Infringer



c.  Induces or materially Contributes


2.  Examples:



a.  Infringement:




i.  Napster:  user has to log in and provide information, Napster service auto-

checks user's hard drive when logged in and if user has allowed it, makes the “titles” of the MP3's available for other users to find. Interaction (i.e. the copy and distribution) is made directly between the individual users.





(A) Indirect Infringement:  lower C held that the majority of use of the 

Napster service was to exchange C/Red music w/o the consent or 

license of the owners
(1) distinguished Sony (limiting Sony to ”staple of commerce” theory 


meaning no post sale control or service)

(2) also acknowledged that Napster had Valid Non-infringing uses (i.e. 

sharing music where the owner of the C/R consents to the sharing), but did not evaluate whether that “type” of use was “Substantial”.



ii.  MP3:  user is to certify that they own CD; user can then log in and listen to 

their CD on their computer (note: User never uploads their CD contents to MP3 site, MP3 purchased CD itself). Interaction is between user and system (no user to user interaction of which I am aware).




(A) Direct Infringement of the C/Rs of the owners of the sound

recordings, b/c they made unauthorized copies and distributed unauthorized copies.


b.  NO infringement




i.  Sony:  Manufacturer has no control over the use of the article after it is 

purchased. There is no technological link between user and manufacturer post-sale.




(A) NO Indirect Infringement of the C/Rs of the movie owners b/c the 

device had “Substantial Non-infringing Uses” - namely, it gave a 

person the ability to time shift and view C/Red programs at different times. This was held to be a Fair Use of the device, and also to be a type of "Substantial" Fair Use.



ii.  Rio:  User must have a CD. Rio software makes a copy of the CD files as 

MP3's. User can then place MP3 files onto personal Rio device, and listen to music. I am not aware whether Rio software has any user-to-user sharing capability, although clearly, MP3's can be created by a user with the Rio software, and loaded into a different person's player or computer.




(A) held to be protected from infringement under the Audio Home 

Recording Act (and it likely would have been held NOT to have been an Indirect Infringement, as it assisted a person who was an owner of a C/Red work from recasting that work in a different format - similar to Sony)
D.  Defenses:


1.  Fair Use Defense:


a.  § 107:  Fair Use of a C/Red work, including Reproduction, … for the purposes 

such as Criticism, Comment, New Reporting, Teaching (including multiple copies for classroom use), Scholarship or Research is Not an infringement of C/R



b.  Harper & Row v. Nation Enterprises (behind the pardon Ford Memoir):




i.  Factors:





(A) Purpose:  to scoop





(B) Nature of Work:  factual v. expressive elements; unpublished





(C) Amount of Work Used:  not just amount, but which portions





(D) Market Effect:  most important



c.  Substantial Non-infringing Use:




i.  Sony Corporation (VCR case):





(A) Contributory Infringement / Inducement to Infringe:  3rd party who 

Encourages or Induces another to infringing there “substantial noninfringing uses”?





(B) Note:  compare patent contributory infringement.  Selling of a device 

that can only be used so as to infringe another’s patent.  Medical device.



d.  Parody:




i.  Campbell v. Acuff-Rose Misic, Inc. (Pretty Woman parody)





(A) Parody = “joinder of reference and ridicule”, comments on and 

criticizes in a humorous way





(B) 4-element analysis:






(1) Purpose and Character of use:  parody may be perceived, 

regardless of whether it is good parody






(2) Nature of C/Red work:  not of much help b/c parody will always be 

of public works






(3) Amount of C/Red work Used:  parody must go to the heart






(4) Effect on Market:  not only on market for C/Red work, but also for 

parody work


2.  Independent Creation


3.  Consent/License


4.  Inequitable Conduct (similar to patents where make False Statements)


5.  C/R Misuse


6.  1st Amendment (generally rejected b/c of Idea/Express Dichotomy and Fair Use)


7.  Immoral/Illegal works


8.  SOL (usually 3 yrs)

IX.  Trademark Infringement
A.  ELEMENTS of a TM Infringement Claim:


1.  Valid and Protectable TM


a.  Registered marks:

F Registration is prima facie case for Validity (15 U.S.C. § 1114(1))



b.  Unregistered marks:




Valid under § 1114 if can prove that “Inherently Distinctive” 

(Arbitrary/Fanciful or Suggestive) or Descriptive (acquired distinctiveness by Secondary Meaning)

i.  has acquired Distinctiveness through Secondary Meaning 

(A) “Descriptive” marks need Secondary Meaning. 


(1) product configuration T/D and color (decor) cannot be Inherently 

Distinctive, and P must show Secondary Meaning






(2) practically speaking according to MDO, all T/D, including 

packaging, may have to prove Secondary Meaning. 

(B) “Generic” marks (those that refer to the genus of which a particular 

product is a species) are Never protectable. 


2.  Likelihood of Confusion:



a.  do the products compete for sales? 

i.  if No, then No infringement b/c Confusion is Unlikely

ii.  if Yes, then infringement usually will be found if marks are "sufficiently 

similar." 




iii.  if Sort Of (i.e. goods are related but not competitive), several Factors are

relevant:

AMF v. Sleekcraft (boat case – injunction granted)

(A) Strength of the mark (where does it fall on the continuum from 

Generic to Arbitrary) 





(B) Proximity of goods (who are the goods sold to; how are the goods 

used)





(C) Similarity of marks (sight, sound and meaning) 





(D) Evidence of Actual Confusion 





(E) Marketing Channels (how sold; price; advertising; general class of 

purchasers) 





(F) Type of Goods and Purchaser Care (if a sophisticated purchaser of an 

expensive product, higher showing of similarity required -- important in B to B cases)





(G) Intent (did infringer intend to palm off goods?) 





(H) Likelihood of Expansion (is either party going to expand to compete 

w/ others) 



b.  compare Polaroid Factors:  (test similar but lingo differs by Circuit -- check 

your circuit) 

i.  the Strength of his mark, 

ii.  the Degree of Similarity between the 2 marks, 

iii.  the Proximity of the products, 

iv.  the Likelihood that the prior owner will Bridge the Gap, 

v.  Actual Confusion, 

vi.  and the reciprocal of defendant's Good Faith in adopting its own mark, 

vii.  the Quality of defendant's product, 

viii.  and the Sophistication of the Buyers. 



c.  in some circuits, Nonfunctionality of T/D is a required element

B.  Other types of Confusion 


1.  confusion as to Source (even if products aren't competing) 


2.  confusion as to Sponsorship 


3.  Initial Interest confusion 


4.  Reverse confusion 

C.  Dilution 

1.  § 43(a) amended in 1996 to include a cause of action for "Dilution" of famous 

marks


2.  Nabisco v. PF Brands, Inc. (goldfish cracker case): has goldfish registrations for 

name and design. 

a.  senior mark must be Famous 
b.  senior mark must be Distinctive 

i.  Q:  if a senior mark is distinctive because it has secondary meaning, then 

isn't it famous? 



c.  the junior use must be a Commercial use in Commerce 



d.  the junior use must begin After the senior mark became Famous 



e.  the junior use must cause DILUTION of the distinctive quality of the senior 

mark (defined as: Lessening of the capacity of a famous mark to Identify and Distinguish goods or services)

i.  Distinctiveness 

(A) Cannot qualify for protection unless it is Distinctive 

(B) but also, how Distinctive it is will determine whether it is protected 




ii.  Similarity of marks 




iii.  Proximity of Products and Likelihood of Bridging the Gap





(A) Customer Confusion Not required, but Dilution can stand where there 

is Similar products and Confusion




iv.  Interrelationship among Distinctiveness of senior mark, Similarity of 

junior mark, and Proximity of products. 




v.  Shared Consumers and Geographic limitations 




vi.  Sophistication of Consumers 





(A) role of children in purchase 




vii.  Actual Confusion 




viii.  Adjectival or Referential Quality of junior use 





(A) if mark is Arbitrary in relation to products, vs. Adjectival, then 

Dilution more possible. 




ix.  Proof of Actual Dilution 




(A) Fourth Circuit Ringling case says "Actual Dilution" required because 

of plain language of the statute. 

X.  REMEDIES for Infringement
A.  2 kinds of relief 


1.  Injunctions 


a.  TRO:  

immediate, 10 days, may be renewable, ex parte, must post bond 



b.  Preliminary injunction:

30 days after complaint to time of trial. 




i.  Likelihood of success on the merits 




ii.  Irreparable injury 




iii.  Possibility of harm to defendant if injunction is granted 




iv.  Public interest 



c.  Permanent injunction:
for life of property 

2.  Damages 

a.  Lost Profits 



b.  Reasonable Royalties 



c.  Infringer's Profits 



d.  Exemplary damages 



e.  Attorney fees 

B.  Key theoretical piece 

1.  Compare "liability damages" (ie contract and tort) vs. "property damages" 

2.  Valuation issue has created Injunction as standard form of relief going forward 

a.  what would have happened to the market without infringement? 

b.  what will happen over the life of the product? 

C.  Trade Secrets


1.  Injunctive Relief:  Yes



a.  may be terminated when no longer secret

b.  may require acts to protect secrecy

c.  may create injunction that conditions future use on payment of royalty

2.  T/S Holder’s Loss:  Actual Loss caused by Misappropriation (Lost Profits, 

Royalty for License) PLUS

3.  Infringer’s Gain:  U/E to infringer (infringer's profits); Cannot double count IP 

holder's loss

4.  Exemplary Damages:  Yes, if Willful and Malicious misappropriation (double or 

treble damages permitted)


5.  Attorney’s Fees:  yes, (1) if claim is Made or Resisted in Bad Faith, or (2) Willful 

and Malicious misappropriation exists. (Either party can get them)
D.  Patents


1.  Injunctive Relief:  Yes, Prohibition on Sales


2.  P’s Loss:  



4 factor test for Lost Profits:



a.  Demand

b.  Absence of Noninfringing Alternatives

c.  Capability to Exploit Demand

d.  show Amount of Profit he would have made;

or Reasonable Royalty (floor)

3.  Infringer’s Gain:  typically, P’s Lost Profit


4.  Exemplary Damages:  Yes, if Willful (treble damages permitted)


5.  Attorney’s Fees:  Yes, in "Exceptional" cases (available to either party; D must 

show case in BF, P must show Willfulness)

E.  Copyrights

1.  Injunctive Relief:  Yes, Prohibition on Sales, Destruction of Infringing Goods


2.  C/R holder’s loss:  



a. Statutory Damages for C/Rs Registered before onset of infringement ($200 to 

$100,000 per act) by C's discretion 



b.  May elect, or if No registration, Actual Damages attributable to infringement 

(Lost Profits) – difficult to prove


3.  Infringer’s Gain:  if Actual Damages is elected, C/R holder may also recover 



Infringers Profits (P need prove sales only; D must prove deductions)


4.  Attorney’s Fees:  Yes, w/in C’s Discretion (if Registered)

F.  Trademarks

1.  Injunctive Relief:  Yes, Not usually damages


2.  TM holder’s loss:  Lost Profit analysis – difficult to prove


3.  Infringer’s Gain:  C/R


4.  Exemplary Damages:  Yes, if Willful


5.  Attorney’s Fees:  Yes, in "Exceptional" cases (available to both parties)
Part 3.  Commercializing IP Rights

XI.  Key Business Concerns In Commercializing IP Rights
A.  Importance of reducing to WRITING the agreement of the parties in IP 

development.
     1.  in some cases, Writings are required (exclusive licenses, assignments of

ownership)

     2.  the legal scope of some doctrines are Not Clear (where don’t reduce to Writing)

a.  Work Made For Hire Doctrine (in C/R law)
i.  General Rule:  Work Made For Hire Doctrine – the Employer is Both 

Owner and Author of the work

(A) doesn’t matter where made (even at home)

ii.  Implied License to employer


(A) if made w/ consideration – Irrevocable


(B) if made w/o consideration – potentially Revocable

iii.  Exception:  where the Master-Servant test is Not met (where the 

employee was Neither “actuated in part” nor “appreciably motivated” to benefit the employer) ( the employee may be the author

(A) Avtec v. Pfeiffer:  Messy employee issue where employee worked on 

program at home and even went into business with a 3rd party, while still employed w/ Avtec, and claimed ownership of later versions of program



b.  Hired to Invent Doctrine (in patent law) 

Very Unclear, and Not a doctrine you will want to rely on if you go to license 

or sell your technology to a 3rd party (see chart below)

i.  General Rule is that the employee owns all inventions he made at 

work, Except under the Hired to Invent Doctrine where employer owns the patent
ii.  even where Hired to Invent Doctrine does Not apply, and no agreement in 

Writing, Employer gets a Limited, Non-exclusive License (“shopright”) to use the technology in its business – Irrevocable

B.   Non Disclosure Agreements
1.  Purpose is primarily to Protect Secrecy of Technology (T/S), and to protect 

          
Patent rights.


2.  Form NDAs



Marking Clauses, Disclosure Rights and Notice, Term Length on

          
Confidentiality, IP Development issues, and other factors


3.  Mutual NDAs



a.  provision for an Injunction



b.  very important – don’t always get this, always request it

XII.  E-COMMERCE DEVELOPMENTS in COPYRIGHT and TRADEMARK Law

A.  Domain Names and Trademarks

1.  Trademark Infringement / Dilution:


a.  the traditional tests for TM Infringement and TM Dilution apply in cyberspace

i.  a person who registers and uses a domain name does so subject  to the 

rights of a valid TM owner under F law




ii..  the use of another’s TM in other contexts on the Internet — such as 

metatags and links — can also subject the user to liability


b.  Test For Trademark INFRINGEMENT:




whether D’s use of a designation in connection with any goods or services is 

likely to cause Confusion, Mistake or Deception as to the source, sponsorship or approval of the defendant’s goods/ services, or as to the affiliation, connection or association of the defendant with another person (15 U. S. C. §1125( a))

i.  Likelihood Of Confusion:  the P must demonstrate that an appreciable 

number of ordinarily prudent purchasers are likely to be Misled or Confused



c.  Trademark DILUTION:




i.  the Federal Trademark Dilution Act, 15 U. S. C. § 1125( c), permits 

TM owners to prevent another’s commercial use of the same or a 

substantially similar mark if the preexisting TM has become famous and 

another’s use would cause Dilution of the distinctive quality of the preexisting TM
ii.  Dilution is defined as “the lessening of the capacity of a famous mark to 





identify and distinguish goods or services regardless of ... competition 

between the owner of the famous mark and other parties ... or likelihood of confusion, mistake or deception.” 

iii.  the factors for determining Fame are: 

(A) the degree of inherent or acquired Distinctiveness of the mark; 
(B) the duration and extent of use of the mark in connection with the 

goods or services with which the mark is used; 
(C) the duration and extent of advertising and publicity of the mark; 
(D) the geographical extent of the trading area in which the mark is used; 
(E) the channels of trade for the goods or services with which the mark is 

used; 
(F) the degree of recognition of the mark in the trading areas and channels 

of trade used by the mark's owner and the person against whom the injunction is sought; 

(G) the nature and extent of use of the same or similar marks by third 

parties; and 
(H) whether the mark was registered under the Act of March 3, 1881, or 

the Act of February 20, 1905, or on the principal register. 





15 U. S. C. §1127.




iv.  Dilution by BLURRING
(A) Blurring of a mark occurs when a distinctive mark is used by other 

persons to identify other sources on many different goods and services. 





(B) 3rd party use of a mark weakens the distinctive significance of the 

mark to identify and distinguish one source … a whittling away of a TM’s selling power through unauthorized use.




v.  Dilution by TARNISHMENT
(A) Tarnishment occurs when a mark becomes linked to products of an 

inferior quality or the mark is portrayed in an unsavory context. 

(B) such use degrades and dilutes the distinctive quality of the mark.

vi.  to establish a CLAIM OF DILUTION, mark owners must demonstrate:


(A) that their marks are Famous


(B) that the wrongful use of the mark by another occurred after the mark 

acquired such fame


2.  FAIR USE of TMs:



a.  a Fair Use Defense is available for making a GF non-TM use of an 

individual name, or of descriptive or geographic terms (15 U. S. C. §1115( b)( 4))



b.  under 15 U. S. C. §1125( c)( 4), the following uses are NOT actionable forms 

of Dilution of a famous mark:

i.  Fair Use of a famous mark by another in comparative commercial 

advertising or promotion to identify the competing goods or services of the owner of the famous mark




ii.  Noncommercial use of a mark




iii.  all forms of News Reporting and News Commentary



c.  examples




i.  use of term “sweet- tart” for juice drink held to be “descriptive” and Fair 

Use defense applicable. (Sunmark, Inc. v. Ocean Spray Cranberries, Inc. , 4 F. 3d 1055 (7th Cir. 1995))




ii.  newspaper’s use of “New Kids On the Block” held to be a Fair Use of 

music group’s TM to identify the subject matter of its poll (New Kids on the Block v. New America Pub. Inc. , 971 F. 2d 302 (9th Cir. 1992))

3.  Anticybersquatting Consumer Protection Act 

a.  Title III of Pub. L. 106- 113; signed into law on November 29, 1999 

b.  adds a cause of action to Section 43 of the Lanham Act to protect against 

cyberpiracy:  unlawful to register, traffic in or use in “bad faith” a domain name that is identical, confusingly similar to or dilutive of another’s TM or personal name, regardless of the goods or services of the parties

c.  the following factors are to be considered in determining “bad faith”:


i.  the TM or other rights of the person in the domain name

ii.  the extent to which the domain name consists of the legal name or 

nickname of the person

iii.  the person’s prior use of the domain name in connection with the bona 

fide offering of goods/ services; the person’s bona fide noncommercial use or fair use of the mark in a site accessible under the domain name; the person’s intent to divert consumers from the mark owner’s site to his/ her site accessible under the domain name; the person’s offer to sell, transfer or assign the domain name to the mark owner or any third party for financial gain, without prior use of the domain in connection with a bona fide offering of goods/ services (or prior pattern of such conduct)

iv.  the person’s provision of false contact information or failure to maintain 

accurate contact information in connection with the registration of the domain name (or prior pattern of such conduct)

v.  the person’s registration or acquisition of multiple domain names which 

are known to be identical, confusingly similar to or dilutive of marks of others that are distinctive or famous at the time of registration

vi.  the extent to which the mark incorporated in the person’s domain is or is 

not distinctive and famous



d.  Remedies:
i.  Cancellation or transfer of the domain name, and statutory damages 

between $1,000 and $100,000 per domain name (as an election in lieu of actual damages and profits) 




ii.  Injunctive relief is available against domain names registered before or 

after the enactment of the Act (11/ 29/ 99), but damages are available only for violations occurring after 11/ 29/ 99 the Act allows a trademark owner to file an in rem action against the domain name itself

4.  cases in notes:
XIII.  Antitrust

XIV.  Licensing
