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Knorr-Bremse Systeme Fuer Nutzfahrzeuge GmbH v. Dana Corp. Nos. 01-1357 et al. (Fed. Cir. Sept. 13, 2004)

“[N]o adverse inference that an opinion of counsel was or would have been unfavorable flows from an alleged in-
fringer's failure to obtain or produce an exculpatory opinion of counsel.”

On September 13, 2004, the Federal Circuit en banc vacated and remanded the district court’s award of attorney fees for
Dana’s willful infringement of U.S. Patent No. 5,927,445, which related to a vehicle disk brake. The Federal Circuit stated:

When the attorney-client privilege and/or work-product privilege is invoked by a defendant in an infringement
suit, is it appropriate for the trier of fact to draw an adverse inference with respect to willful infringement? The answer
is “no.” Although the duty to respect the law is undiminished, no adverse inference shall arise from invocation of the
attorney-client and/or work product privilege. [A]lthough this court has never suggested that opinions of counsel con-
cerning patents are not privileged, the inference that withheld opinions are adverse to the client’s actions can distort
the attorney-client relationship, in derogation of the foundations of that relationship. [A] special rule affecting attorney-
client relationships in patent cases is not warranted. There should be no risk of liability in disclosures to and from
counsel in patent matters; such risk can intrude upon full communication and ultimately the public interest in encour-
aging open and confident relationships between client and attorney. [T]he attorney-client privilege protects “interests
and relationships which . . . are regarded as of sufficient social importance to justify some sacrifice of availability of
evidence relevant to the administration of justice.”

There is precedent for the drawing of adverse inferences in circumstances other than those involving attorney-
client relationships; for example when a party’s refusal to testify or produce evidence in civil suits creates a presump-
tion of an intent to withhold damaging information that is material to the litigation. However, the courts have declined
to impose adverse inferences on invocation of the attorney-client privilege. [T]his rule applies to the same extent in
patent cases as in other areas of law. A defendant may of course choose to waive the privilege and produce the ad-
vice of counsel. However, the assertion of attorney-client and/or work-product privilege and the withholding of the ad-
vice of counsel shall no longer entail an adverse inference as to the nature of the advice.

When the defendant had not obtained legal advice, is it appropriate to draw an adverse inference with respect to
willful infringement? The answer, again, is “no.” The issue here is not of privilege, but whether there is a legal duty
upon a potential infringer to consult with counsel, such that failure to do so will provide an inference or evidentiary
presumption that such opinion would have been negative. [A]lthough there continues to be “an affirmative duty of due
care to avoid infringement of the known patent rights of others,” the failure to obtain an exculpatory opinion of coun-
sel shall no longer provide an adverse inference or evidentiary presumption that such an opinion would have been
unfavorable.

Should the existence of a substantial defense to infringement be sufficient to defeat liability for willful infringe-
ment even if no legal advice has been secured? The answer is “no.” Precedent includes this factor with others to be
considered among the totality of circumstances, stressing the “theme of whether a prudent person would have sound
reason to believe that the patent was not infringed or was invalid or unenforceable, and would be so held if litigated.”
However, precedent also authorizes the trier of fact to accord each factor the weight warranted by its strength in the
particular case. We deem this approach preferable to abstracting any factor for per se treatment, for this greater
flexibility enables the trier of fact to fit the decision to all of the circumstances. We thus decline to adopt a per se rule.
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